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SUMMARY OF DISSERTATION

This dissertation is a historical evaluation of the movement of the English courts from the
doctrine of pith and marrow to the Catnic test in the determination of non-textual
infringement of patents. It considers how and why the doctrine was replaced with the Catnic
test. It concludes that this movement occurred as a result of the adoption by a group of judges
of literalism in the construction of patents while another group dissented and maintained the
correct application of the doctrine. Although the Court of Appeal and the House of Lords
initially approved the literalist approach, they, after realising its untennability, adopted the
dissenters’ approach, but, ultimately, adopted the Catnic test in which features of the
dissenters’ approach were included. The dissertation concludes that the doctrine of pith and
marrow, correctly applied, should have been retained as the Catnic test creates uncertainty

and confusion.
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CHAPTER 1
1 INTRODUCTION

[1] The determination of liability for the textual infringement® of a patent has never been
difficult.> However, when it comes to the determination of liability for non-textual
infringement® of a patent, the situation is different. The difficulties associated with the
determination of liability for non-textual infringement of patents arise from the fact
that the alleged infringer so often varies, adds or omits from the patentee’s invention

to try and benefit from such invention as if it were his own without suffering the

! Textual infringement of a patent in the terms found in the relevant claim in the specification. It means that the
device, product or process that is accused of infringing a patent fits exactly the description of the claim in a
specification. For a further explanation of textual infringement as well as of non-textual infringement, see
footnote 3 below.
2 The reason for this may be that, as Wills J put it way back in 1896 in The Incandescent Gas Light System Ltd
and Others v The De Mare Incandescent Gas Light System Ltd and Others (1896) 13 RPC 301 (Queens Bench)
at 330:
“It is seldom that the infringer does the thing, the whole thing and nothing but the thing claimed by the Specification.
He always varies, adds, omits...”.
In 1950 the Supreme Court of the USA said through Mr Justice Jackson in the landmark case of Graver Tank
and Manufacturing Co Inc et al v Linde Co 339 US 605 (1950) at page 2:
“Outright and forthright duplication is a dull and very rare type of infringement”.
Mr Justice Jackson continued thus in the same case at p.2:
“One who seeks to pirate an invention, like one who seeks to pirate a copyrighted book or play may be expected to
introduce minor variations to conceal and shelter the piracy.”
® The best way to explain textual and non-textual infringement of a patent claim is to invoke the words of two
Cairns who provided the explanations about 100 years or so apart. First, Lord Cairns LC had the following to
say in Clark v Adie (1877) 2 App Cas 315 (HL) at 320 about what in effect was an explanation of textual and
non-textual infringement:
“One mode of infringement would be a very simple and clear one; the infringer would take the whole infringement
from beginning to end, and would produce a clipper made in every respect like the clipper described in the
specification. About an infringement of that kind no question arises. The second mode would be one which might
occasion difficulty. The infringer might not take the whole of the instrument here described but he might take a
certain number of parts of the instrument described; he might make an instrument which in many respects would
resemble the patent instrument, but would not resemble it in all its parts.”
The type of infringement to which Lord Cairns LC referred first in the quoted passage is what is called textual
infringement, whereas the second type of infringement to which he referred is non-textual infringement. It was
by Lord Cairns LC in the Adie case that the phrase “pith and marrow” was used for the first time in English law
to refer to the infringement of a patent specification by the taking of the substance of a patent or to refer to non-
textual infringement. About 100 years later, another Cairns, Sir David Cairns had the following to say in this
regard in Catnic Components Ltd and Another v Hill and Smith Ltd (1982) RPC 183 (HL) at 234-235.
“l1 There are two types of infringement, textual infringement and infringement of the pith and marrow (Van der
Lely, p 75 lines 35-9, per Lord Reid; p 77 line 45, per Lord Radcliffe; p 79 lines 48-9, per Lord Jenkins; p 80
lines 15-21, per Lord Hodson. Rodi, p 380 lines 21-36, per Lord Morris of Borth-y-Gest; p 384 line 6, per Lord
Upjohn; p 385 line 1, per Lord Hodson).
2 Textual infringement occurs when the defendant’s product contains all the features of the plaintiff’s claim,
interpreted literally ( Van der Lely, p 75 line 35 per Lord Reid; p 80 per Lord Hodson. Rodi, p 380 lines 21-5 per
Lord Morris; p 385 line 1, per Lord Hodson).
3 Infringement of the pith and marrow occurs when the defendant’s product contains all the essential features of
the plaintiff’s claim despite some variation in unessential features (Van der Lely p 75 lines 45-50, per Lord Reid,;
p 79 lines 43-47, per Lord Jenkins; p 80 lines 15-19, per Lord Hodson. Rodi, p 380 lines 38 to p 381 line 3, per
Lord Morris; p 384 lines 18-21, per Lord Hodson; p 388 lines 8-15, per Lord Pearce; p 391 lines 14-20, per Lord
Upjohn).
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consequences of infringement. In English patent law two of the cases that are critical
in any discussion of how the problem of the determination of non-textual
infringement of patents has been dealt with from the late 19" century to about the end
of the 20" century are Clark v Adie* and Catnic Components Limited and Another v
Hill and Smith Limited® (“Catnic” or “the Catnic decision”). The purpose of this
dissertation is a critical evaluation of the movement of the English courts from the use
of the doctrine of pith and marrow in the determination of non-textual infringement of
patents to the adoption of the Catnic test. It examines a number of important decisions
handed down from about 1875 to 1980 by the English courts which influenced not
only the direction of that movement, but also the twists and turns which occurred

along the way between 1960 and 1980 when the Catnic test was adopted.

[2]  Part of the significance of the two cases is that the former gave the doctrine of
infringement by taking the substance of a patented invention the name of the “pith and
marrow” doctrine whereas the latter case brought the use of the doctrine of “pith and
marrow” in the determination of liability for non-textual infringement of patents in
English patent law to an end and introduced the “Catnic test” in its stead.® The gap
between the two cases is just over 100 years. During that period the doctrine of pith
and marrow was used to determine non-textual infringement of patents but, after the
Catnic decision, the doctrine of pith and marrow ceased to be used and the Catnic test
was used. Prior to Catnic the English law influence regarding the use of the doctrine
of pith and marrow to determine liability for the non-textual infringement of patents
had spread to many countries. Such countries included South Africa and Canada.’” The
influence of the Catnic decision of the House of Lords also spread to other countries
including South Africa, Canada, Korea, Australia and New Zealand whose courts also
adopted or, at least, purported to adopt, the Catnic test in the determination of the

infringement of patents.® The question which arises, following upon the Catnic

*(1877) 2 App Cas 315 (HL). In the Court of first instance this case was reported as Clark v Adie (1875) LR Ch
667. The judge in this case was James LJ.

®[1982] RPC 183 (HL).

® The phrase “Catnic Test” is obviously taken from Catnic Components Limited, one of the parties to the Catnic
case.

" According to Cameron and Renault, in Canada textual infringement and substantive infringement or the taking
of the pith and substance was recognised by the Canadian Supreme Court in Smith Incubator Co v Seiling
(1936) SCR 259 (SCC) (see Donald M Cameron and Ogilury Renault at 7).

® See Binnie J’s judgment in Free World Trust v Electro Lante [2000] 2 SCR 1024 par 39. See also Whirlpool v
Camco_[2000] 2 SCR 1067. While the Supreme Court of Canada has said that the Federal Court of Australia

2
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decision of the House of Lords, is how and why English patent law abandoned the

doctrine of pith and marrow and replaced it with the Catnic test.

[3] The purpose of this dissertation is to provide a historical evaluation of the
replacement of the doctrine of pith and marrow by the Catnic test in English patent
law. In the process of such evaluation an explanation of how and why English patent
law abandoned the doctrine of pith and marrow and adopted in its stead the Catnic
test will be provided. A proper explanation of how and why this happened can only be
given after an analysis of English patent law jurisprudence relating to the
determination of non-textual infringement of patents and the doctrine of pith and
marrow over a period of about 100 years before Catnic and the Catnic decision itself.
Such an analysis is provided in this dissertation and the conclusion that is reached is
that what led to the abandonment of the doctrine of pith and marrow and its
replacement by the Catnic test in English patent law was a repeated disregard by the
Court of Appeal and the House of Lords of an important rule of patent law applicable
to the determination of non-textual infringement of patents which caused a judicial
crisis about the determination of similar cases in future and the House of Lords’ desire

to save its face in resolving this judicial quagmire.

[4] The proposition that the Catnic test replaced the doctrine of pith and marrow and that
the doctrine of pith and marrow did not apply after the Catnic test is not universally
accepted as correct.’ L Bently and B Sherman refer to the replacement of the literal
mode of interpretation by purposive style of interpretation.® It is suggested that what
these authors refer to as the literal mode of interpretation is that approach to the
construction of patents and the doctrine of pith and marrow that is referred to in this

dissertation as the Upjohn LJ approach as reflected in the majority decisions of the

approved purposive construction in Populin v HB Nominees (Populin) (1982) 4 ALR 471, Pendleton has made
contradictory statements on whether or not the Federal Court of Australia approved purposive construction in
that case (see Pendleton Michael “The Purposive Approach to Patent Construction” (2000-2001) Intellectual
Property Journal (2000-2001) 75 at 76, 81 and 88).

° However, Cameron probably shares the view that Catnic replaced the doctrine of pith and marrow because he
says that in Catnic Lord Diplock attempted to put an end to the pith and substance infringement test and replace
it with a supposedly more simpler test of claim construction and purposive construction (Cameron at 13). Fox
says that the English Courts have accepted that the strict literalism of the past and the limited application of the
doctrine of pith and marrow have been superseded by the “purposive” approach to claim construction, where the
scope of protection extends beyond its literal meaning to encompass variants of a claimed invention Fox
Nicholas “Divided by a Common Language: A Comparison of Patent Claim Interpretation in the English and
American Courts” (2004) EIPR 528 (at 530).

10 Bentley L and Sherman B Intellectual Property Law (2011) (2" ed) at 535.

3
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Court of Appeal and the House of Lords in both Van der Lely NV v Bamfords Ltd"*
and Rodi and Wienenberger AG v Henry Showell Ltd'? cases. If this is correct, the
statement by Bently and Sherman would mean that these authors also take the view
that the Catnic test or purposive construction replaced the literalist approach which
was used before Catnic. Annand supports the proposition that Catnic did not change
the prior law. She says that this is borne out by the subsequent case of Cordes
Corporation v Racal-Mulgo Ltd.*® She quotes a passage in that case but does not
include any analysis of the law before and the law after.'* Some have expressed the
view that Catnic did not bring about any change in the law and that Catnic did not
abolish the doctrine of pith and marrow. Prominent among those who seem to take
this latter view are the Supreme Court of Canada®® and the Supreme Court of Appeal
of South Africa.’ In fact the Supreme Court of Canada, through Mr Justice Binnie,
went to the extent of saying that in Catnic Lord Diplock could be said to have “poured
some whiskies into a new bottle, skilfully refined the blend, brought fresh clarity to
the result, added a directive label, and voila ‘purposive construction”.!” A proper
answer to these questions can only be found if one understands the developments
which occurred over a long period prior to Catnic and led to the introduction of the

Catnic test.

[5] The discussion spans the period from 1875, which is the year of the reported
judgment of James LJ in Clark v Adie to 1980 which is the year of the decision of the
House of Lords in Catnic which was reported in 1982 and thereafter. The period is

divided into three periods marked by important developments. The first period runs

1t is convenient to give the citations of the Van der Lely decisions at all three levels, namely, the Chancery
Division, the Court of Appeal and the House of Lords. They are: Van der Lely NV v Bamfords Ltd [1960] RPC
169 (Ch); Van der Lely NV v Bamfords Ltd [1961] RPC 296 (CA); Van der Lely (C) NV v Bamfords Ltd [1963]
RPC (HL).

2 It is convenient to give the citations for all the decisions in the Rodi case at all three levels, namely, the
Chancery Division, the Court of Appeal and the House of Lords. They are Rodi and Wienenberger AG v Henry
Showell Ltd [1966] RPC 441 (Ch); Rodi and Wienenberger AG v Henry Showell Ltd [1966] RPC 460 (CA);
Rodi and Wienenberger AG v Henry Showell Ltd [1969] RPC 367 (HL).

13 (1983) RPC 369.

 Annand Ruth E “Infringement of Patents ” is ‘Catnic’ the Correct Approach for Determining the Scope of a
Patent Monopoly under the Patents Act 1977 (1992) Anglo American Law Review 39 at 46.

1> See Camco Inc and General Electric Company v Whirlpool Corporation and Inglis Ltd 2000 SCC or [200] 2
SCR 1067 par 48.

16 See Vari-Deals 101 (Pty) Ltd t/a Vari-Deals v Sunsmart Products (Pty) Ltd 2008 (3) SA 447 (SCA) at par 11
where Hurt AJA, writing for a unanimous Supreme Court of Appeal of South Africa, inter alia said that ...
Catnic did not change the law relating to construction ...”.

'” See the Whirlpool case at par 48.
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from 1875 to 1960. The second period runs from 1960 to 1978. The third runs from
1978 to 1980 and thereafter.

1.1 The First Period: 1875 — 1960

[6] During the first period, ie 1875 to 1960, whenever the English courts considered
whether to invoke the doctrine of pith and marrow in the determination of non-textual
infringement of patents, they took into account:

@ what the purpose or reason for the alleged infringer’s introduction of a

difference to the patented invention was;

(b) the value, if any, which such difference added to the patented invention or
the practical significance of the difference introduced by the alleged

infringer, and

(©) the rule of patent law that no one who borrows the substance of a patented
invention can escape the consequences of infringement by making
immaterial variations to the patented invention (the “rule on immaterial

variations”).

A consideration of these factors plus the language of the relevant claim characterised
the use of the doctrine of pith and marrow in the determination of non-textual

infringement of patents during this period.
1.2 The Second Period: 1960 — 1978

[7] The year 1960 marked the beginning of a change in English patent law relating to the
determination of non-textual infringement. This was reflected in the judgment of
Lloyd-Jacob J in the Chancery Division in the case of Van der Lely NV v Bamfords
Ltd"® (“Van der Lely” or “the Van der Lely case”). In his judgment Lloyd-Jacob J
placed form above substance and decided the case purely on the basis of the language

used by the patentee in formulating his claims. He had no regard to the rule on

'8 Van der Lely NV v Bamfords Ltd [1960] RPC 169 (Ch).

5
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immaterial variations nor did he ask the question whether the alleged infringer had a
reason for introducing the difference that he had introduced into his device or whether
he had simply done so for no plausible reason. He found that there was no
infringement. Lloyd-Jacob J’s judgment and approach were subsequently approved by
both the Court of Appeal and the House of Lords, albeit with dissents in both the
Court of Appeal and the House of Lords.

[8] In the Court of Appeal there were two judgments. The one, which was the judgment
of the Court, was the judgment of Upjohn LJ and Pearson LJ. The other one, which
was a dissent, was the judgment of Lord Evershed MR. Lord Evershed MR rejected
the Upjohn LJ approach. The approach to the determination of non-textual
infringement and to the doctrine of pith and marrow which was adopted, first by
Lloyd-Jacob J and later by Upjohn LJ and Pearson LJ, was later approved by the
House of Lords in the Van der Lely case. Although between Lloyd-Jacob J and
Upjohn LJ, Lloyd-Jacob J was the first to adopt this approach to the determination of
non-textual infringement and the doctrine of pith and marrow and Upjohn LJ used it
after Lloyd-Jacob J, it will, for convenience, be referred to in this dissertation as the
“Upjohn LJ approach” because Upjohn LJ ultimately played a much more prominent
role in the promotion of the approach than Lloyd-Jacob J. More will be said later

about this approach.

[9] In the House of Lords in Van der Lely, the various Law Lords wrote separate
judgments. Four of them approved the approach adopted by Lloyd-Jacob J in the
Chancery Division and by Upjohn LJ and Pearson LJ in the Court of Appeal. In other
words they approved, adopted and applied the Upjohn LJ approach to the
determination of non-textual infringement of patents and to the doctrine of pith and
marrow. Lord Reid rejected the approach adopted by the Court of Appeal and the
majority in the House of Lords. He in effect followed the approach adopted by Lord
Evershed MR in the Court of Appeal in Van der Lely. For convenience the approach
that was adopted by Lord Evershed MR in the Court of Appeal and Lord Reid in Van
der Lely in the House of Lords will hereinafter be referred to as “the Lord Reid
approach”. Although Lord Evershed MR used the approach earlier than Lord Reid,
the approach is referred to in this dissertation as the “Lord Reid approach” because

ultimately Lord Reid played a much more prominent role in the promotion of that

6
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approach than Lord Evershed MR. The Lord Reid approach had regard not only to the
language of the claims but also to the reason for the difference introduced by the
alleged infringer and to the question of what value the difference added to the device
or what practical significance the difference made to the product or device.

[10] In the subsequent case of Rodi'® in the Chancery Division Lloyd-Jacob J turned his
back on the Upjohn LJ approach that he had initiated in Van der Lely in the Chancery
Division which had also received the approval of both the Court of Appeal and the
House of Lords in that case. Lloyd-Jacob J then embraced the Lord Reid approach in
the Rodi case in the Chancery Division. He found that EXCALIBUR 59 infringed the
patent. In a subsequent appeal to the Court of Appeal that Court stuck to the Upjohn
LJ approach in deciding the Rodi appeal. In a further appeal to the House of Lords,
the House of Lords once again applied the Upjohn LJ approach when they had to
decide the Rodi appeal. Although there was no dissent in the Court of Appeal in Rodi,
the House of Lords was divided 3:2. Lord Reid and Lord Pearce applied the Lord
Reid approach. The rest of the Law Lords applied the Upjohn LJ approach.

[11] On the whole the Upjohn LJ approach to the determination of non-textual
infringement of patents and the doctrine of pith and marrow as reflected in the
decisions of the Court of Appeal and the House of Lords in both Van der Lely and
Rodi focused almost exclusively on the language employed by the patentee in his
claims to describe his invention and disregarded other relevant considerations. In
terms of this approach no regard was had to the question of what value the difference
introduced by the alleged infringer added to the patented invention or to the accused
device nor was the purpose or reason for the introduction of the difference considered.
Indeed, in terms of this approach the rule on immaterial variations was almost

completely disregarded. The approach was a literalist approach.

[12] The Upjohn LJ approach made it very difficult to find a case in which it could be said
that the doctrine of pith and marrow applied. It was bound to lead to serious
difficulties in determining liability for non-textual infringement in the future. It will

be suggested that the decisions of the Court of Appeal and the House of Lords in Van

" Rodi and Wienenberger AG v Henry Showell Limited [1966] RPC 441 (Ch).

7
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der Lely and Rodi constituted aberrations in the application of the doctrine of pith and
marrow by the English courts. They had serious adverse consequences for the future.
It will further be suggested that after Rodi the House of Lords realised the
untennability of the Upjohn LJ approach and turned its back on it and embraced the
Lord Reid approach. In this way the House of Lords averted the disastrous
consequences that were likely to have followed if it had continued to apply the

Upjohn LJ approach.

[13] During this period there were those who dissented from the Upjohn LJ approach. The
first dissenter was Lord Evershed MR in the Court of Appeal in Van der Lely — but
the dissenter who played the most prominent role in the rejection of the Upjohn LJ
approach was Lord Reid who was the sole dissenter in a panel of five in the Van der
Lely case in the House of Lords and one of two dissenters with Lord Pearce in the
Rodi matter. The dissenters applied the correct approach to the determination of non-
textual infringement and to the doctrine of pith and marrow. Central to the dissenters’
approach to the determination of non-textual infringement of patents was a

consideration of:

€)) what value, if any, the difference introduced by the alleged infringer added
to the patented invention or the device or whether the difference was of any

practical significance;

(b) the reason, if any, advanced by the alleged infringer for introducing the

difference he introduced to the device, product or process;

(© the rule on immaterial variations that related to the question whether the
difference did not add any value or was of no practical significance or of
whether the alleged infringer failed to show any reason for introducing the
difference; if the difference was found to be immaterial, then almost
inevitably infringement would be found. This did not necessarily entail an

express mention of the rule on immaterial variations in each and every case;

(d) the view that, unlike in the case of the Upjohn LJ approach, the mere fact
that an integer was mentioned in a claim did not on its own mean that the

patentee necessarily intended such integer to be an essential integer.

8
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1.3 Third Period: 1978 — 1980

[14] Although in Rodi, Lloyd-Jacob J turned his back on the Upjohn LJ approach and
embraced the Lord Reid approach, neither the Court of Appeal nor the House of
Lords followed his lead. However, in the House of Lords the number of the Law
Lords embracing the Lord Reid approach increased from 1 to 2. The year 1978 is the
year when the House of Lords did an about turn on the determination of non-textual
infringement and its approach to the doctrine of pith and marrow. This was in the
Beecham Group Ltd v Bristol Laboratories and Others (“Beecham” or “the Beecham
case”)® which came after the Rodi decision of the House of Lords. In Beecham
Falconer QC, who was the Deputy Judge who heard the matter in the Chancery
Division, though referring to the rule on immaterial variations, continued to apply the
Upjohn LJ approach. In fairness to him, he was bound to use that approach in the light
of the decisions of the House of Lords and the Court of Appeal in Van der Lely and
Rodi. He found that there was no infringement in Beecham. When the Beecham
matter went on appeal to the Court of Appeal, the Court of Appeal gained the courage
to follow Lloyd-Jacob J’s lead, disregarded its previous decisions in Van der Lely and
Rodi and embraced the Lord Reid approach. When the Beecham matter went to the
House of Lords, the House of Lords, through Lord Diplock’s judgment, abandoned
the Upjohn LJ approach and embraced the Lord Reid approach. The House of Lords

found that there was infringement in Beecham.

[15] In due course the Catnic case came before the Chancery Division. Whitford J applied
the Lord Reid approach. Of course, he had no choice in the light of the decision of the
House of Lords in Beecham. He found that there was infringement of the patent. In an
appeal to the Court of Appeal, the majority found that there was no infringement. That
was the judgment of Buckley LJ in which Waller LJ concurred. In his dissent Sir
David Cairns found that there was infringement.

[16] In November 1980 came the Catnic decision of the House of Lords in which the
House of Lords adopted the Catnic test. Although Lord Diplock, who wrote for a
unanimous House of Lords, called his approach to the construction of patent claims

0 Beecham Group Ltd v Bristol Laboratories and Others (1978) RPC 192 (HL).
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the “purposive construction”, there can also be no doubt that the approach to the
determination of non-textual infringement and the doctrine of pith and marrow which
had been adopted by the dissenters in the Van der Lely and Rodi cases was very much
purpose-driven. That is why it entailed an enquiry into what value, if any, the
difference introduced by an alleged infringer into the patented invention added or an
inquiry into the practical significance of the difference introduced by the alleged
infringer or an inquiry into the reason advanced by the alleged infringer for
introducing the difference he did to the patented invention. It would not be a
misnomer to refer to the Lord Reid approach as the purposive approach to the
determination of non-textual infringement and to the doctrine of pith and marrow. In
both Beecham and Catnic Lord Diplock adopted a significant amount of the Lord
Reid approach, though he neither said so nor credited Lord Reid or Lord Pearce for

any influence on his approach in Catnic.

[17] Through its Catnic decision the House of Lords changed the test for the determination
of infringement of patents. Although the House of Lords incorporated some of the
features of the doctrine of pith and marrow as articulated by Lord Reid and Lord
Pearce into the Catnic test, it effectively abolished the doctrine of pith and marrow in

English patent law and replaced it with the Catnic test.

[18] It must have been difficult for the House of Lords to live with the fact that its decision
in Beecham represented their about turn from Van der Lely and Rodi and was an
unarticulated admission by itself that it had been wrong in approving the Upjohn LJ
approach and rejecting the Lord Reid approach. It cannot be said that the learned Law

Lords did not appreciate these implications of their decision in Beecham.

[19] In Catnic the House of Lords took advantage of the movement away from literalism
in the interpretation of patents and other legal documents and of the calls for the
adoption of purposive interpretation in its stead in English law at the time the House
of Lords saved its face by adopting the Catnic test in Catnic. In this way its decision
in Beecham would be forgotten in due course and the Catnic decision would be the
focal point for the future. To show that this is how English patent law got the Catnic
test will require, as already pointed out, a discussion and analysis of a number of

decisions of the English courts on the determination of liability for non-textual
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infringement of patents and on the doctrine of pith and marrow prior to Catnic and the
Catnic decision itself. However, before that discussion, it is necessary to explain

briefly the doctrine of pith and marrow and the Catnic test.

1.4 Explanation of the Doctrine of Pith and Marrow

[20]  The doctrine of pith and marrow is the same as the doctrine of infringement by taking
the substance of a patented invention. Indeed, prior to Lord Cairns LC’s speech in the
House of Lords in the case of Adie the doctrine was not known as the doctrine of pith
and marrow. It was known as the doctrine of infringement by taking the substance of
a patented invention. The doctrine of pith and marrow is the doctrine that was applied
in English patent law for over a century before the Catnic decision of the House of
Lords in November 1980 to determine whether there had been infringement of a
patent where the product or process or device or apparatus alleged to constitute an
infringement did not precisely or exactly fall within the text of the relevant claim in
the specification of a patented invention. Obviously, where the accused product or
device or process exactly fell within the literal meaning of the relevant claim in a
specification, there could be no doubt that there was infringement. Where, however, it
did not exactly fall within the literal meaning of the relevant claim, the determination
whether or not there was infringement had to be made with the use of the doctrine of

pith and marrow.

[21]  Under the doctrine of pith and marrow the question that had to be asked to determine
whether there was non-textual infringement was formulated by Parker J in Marconi®*

as the following:

“From this point of view, the question is whether the infringing apparatus is
substantially the same as the apparatus said to have been infringed”.??

21 Marconi v British Radios Telegraph and Telephone Company 1911 (28) 181 (Ch). Annand states that in the
UK the doctrine of pith and marrow owes its origin to Parker J’s judgment in Marconi v British Radio
Telegraph and Telephone Company Ltd (1911) 28 RPC 181 (Annand Ruth E “Infringement of Patents” is
‘Catnic’ the Correct Approach for Determining the Scope of a Patent Monopoly under the Patents Act 1977”
(1992) Anglo-American Law Review 39 at 42) This is not true. The doctrine of pith and marrow existed long
before the Marconi case. Initially it was referred to as the infringement by taking the substance of a patented
invention. In Clark v Adie, Lord Cains used the term “pith and marrow” for the first time to refer to the doctrine
of taking the substance of the invention and this is how the doctrine got the name “pith and marrow”.

22 parker J in Marconi at 217.
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Subsequently in Birmingham?®® Lord Evershed MR had this to say with regard to the

question for the determination of non-textual infringement:

“For the purposes of the present case we are content to treat the question as being in
the words of Parker J as he then was, in Marconi v British Radio etc (1911) 28 RPC
181 at 217:

‘Whether the infringing apparatus is substantially the same as the apparatus
said to have been infringed’.

In the question thus formulated we take the apparatus ‘said to have been infringed’ as
being the apparatus claimed as the invention in the claiming clause of the

specification; and ‘substantially the same’ as meaning ‘in all essential respects the
2 ”24

same’.
It is suggested that this question is the same in substance and effect as the question
articulated by both James LJ in Adie and the question articulated by Lord Cairn LC in
the House of Lords in Adie. In Adie James LJ formulated the question as being:

“Whether the alleged piracy is the same in substance and effect or is a substantially

. . . 25
new or different combination”,

Lord Cairns LC formulated the question in Adie as being:

“...whether that which was done by the alleged infringer amounted to a colourable
departure from the instrument patented, and whether in what he had done he had not
really taken and adopted the substance of the instrument patented”.?

[22] The doctrine of pith and marrow could only be invoked when the accused product or
process took all the essential integers of the patented invention irrespective of whether
or not it omitted, varied or added, some inessential feature. If the accused product or
process left out an essential feature, the doctrine of pith and marrow had no
application. For this reason it was always of paramount importance to determine
whether the integer that was omitted or added or the variant had any practical value or
significance to the successful operation of the patented invention. If it did not have

2 Birmingham Sound Reproducers Ld v Collaro (1956) RPC 232 (CA).
* Lord Evershed MR in Birmingham at 244 line 51 to 245 line 3.

% James LJ in Clark v Adie at 675.

% | ord Cairns in Clark v Adie in the House of Lords at 320.
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any practical value or significance, the proper approach was then to invoke a well-
known rule of patent law on immaterial variations. If it was found in a case that the
variation introduced by the alleged infringer was material, it would follow that there
was no infringement. However, if it was found that the variation or omission or
addition was immaterial, then almost inevitably a finding of infringement would be

made.
1.5  Explanation of the Catnic Test

[23] The Catnic test is the test used for the determination of infringement of patents
introduced into English patent law by the House of Lords in 1980 through its decision
in Catnic.?” Lord Diplock wrote the speech in which the rest of the Law Lords
concurred. In terms of that decision the question to be asked to determine the

infringement of a patent is:

“... whether persons with practical knowledge and experience of the kind of work in
which the invention was intended to be used would understand that strict compliance
with a particular descriptive word or phrase appearing in a claim was intended by the
patentee to be an essential requirement of the invention so that any variant would fall
outside the monopoly claimed, even though it could have no material effect upon the
way the invention worked”.?®

There are situations in which it is said that this question does not arise but those will
be discussed later in the course of an analysis of the Catnic decision of the House of
Lords.

[24] Under the Catnic test the determination of infringement is taken as a question of
construction and not as a question of fact which was the case with the doctrine of pith
and marrow in English patent law prior to Catnic. Against this understanding of the
essence of the doctrine of pith and marrow and of the Catnic test, it is appropriate to

begin a consideration of the cases.

[25] In all the cases that will be the subject of the analysis herein there was a discussion of

whether or not the doctrine of pith and marrow was applicable. In some of them it was

27 Catnic Components Ltd and Another v Hill & Smith Ltd [1982] RPC 183 (HL)
% | ord Diplock in Catnic at 243 lines 5-11.
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decided that it applied. In others it was held that it did not apply. It is necessary to
examine the cases and analyse the reasons why it was decided that the doctrine was
applicable or was not applicable. Thereafter the decision which introduced the Catnic
test will be examined with a view to showing that it and one or two others that were
decided on the basis of the Catnic test soon after Catnic could easily and satisfactorily
have been decided using the doctrine of pith and marrow and that the introduction of
the Catnic test as a replacement of the doctrine of pith and marrow in the
determination of non-textual infringement of patents was unnecessary. It is
convenient to deal with the cases in the sequence in which the judgments were handed
down so that the developments leading to the adoption of the Catnic test can be seen

in their proper perspective.

Against the above background it is now necessary to turn to a discussion of the first
period to be considered, namely, the period from 1875-1960. The first case to discuss

is the Adie case.
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CHAPTER 2

2 THE PERIOD OF THE CORRECT APPROACH TO THE DETERMINATION OF
LIABILITY FOR NON-TEXTUAL INFRINGEMENT OF PATENTS AND THE
DOCTRINE OF PITH AND MARROW 1875-1960

2.1  Clark v Adiet

[1] In this case Clark instituted an action to restrain Adie from manufacturing and using
or dealing in certain machines that were exact and avowed imitations of Clark’s
machine. Clark had, however, not made his new machine the subject of a patent. The
two machines were for clipping or shearing horses and other animals. There had
previously been other machines for doing the same thing as Clark’s machine.
Different people had taken patents for various such machines but Clark’s machine
was without any doubt better than any previous machine known up to that time
including some which Adie had manufactured before. Clark was going to take out a
patent for his advanced machine but abandoned that idea when he discovered that his
ideas had been anticipated by one Grayson, who had taken out a patent. He then took
an assignment of Grayson’s patent from his trustee in bankruptcy. Clark sued as an
assignee of Grayson’s patent. His action was based on an alleged violation of
Grayson’s patent. The Court found in effect that Adie’s machine did not take the
substance of Grayson’s machine because Adie’s machine was in effect a much better

machine than the machine described in Grayson’s specification.

[2] Based on the above facts there could be no infringement of Grayson’s patent. The
doctrine of pith and marrow could not apply because that doctrine applied only where
the allegedly infringing product or process or apparatus could be said to have taken
the substance of the patented invention. In his judgment James LJ made no reference
to how persons to whom the specification was addressed would have understood the
patentee’s intention to have been in regard to which integers were essential and which

ones were not. James LJ made certain statements in his judgment which reflected

! (1875) LR Ch 667. Hitchman and MacOdrum point out that while Clark v Adie is generally cited for the
principle of infringement in substance, there is little discussion of the principle and no application of it in that
case Hitchman Carol VE and MacOdrum D H “Don’t Fence Me In: Infringement in substance” (1990)
Intellectual Property Review 167 at 169.)

15

www.manaraa.com



some of the principles applicable to the determination of non-textual infringement of

patent specifications. James LJ inter alia said:

“A patent for a new combination or arrangement is to be entitled to the same
protection, and on the same principles, as every other patent. In fact every, or almost
every, patent is a patent for a new combination. The patent is for the entire
combination, but there is, or may be, an essence or substance of the invention
underlying the mere accident of form; and that invention, like every other invention,
may be pirated by a theft in a disguised or mutilated form, and it will be in every case
a question of fact whether the alleged piracy is the same in substance and effect, or is
a substantially new or different combination.”

James LJ referred to another case, namely Murray v Clayton® — no citation appears in
the judgment — where he said that they — by which he must have meant himself and
Vice-Chancellor Baron with whom he sat in the Adie case — had held in that case that,
although the patent was for a combination, infringement had been made out by
showing that the alteration was colourable only, and that the defendant’s machine was
in substance and truth the same thing as the invention of the plaintiff.* He also
referred to another case where, as he put it, the defendant’s machine left out a material
part of the invention, and they therefore held that a machine which left out that part
was not an infringement.” It is significant that James LJ referred in this regard to a
material part which must mean that it was a part that the Court regarded as material as
opposed to a part that may have been intended by the patentee to be material but may
not necessarily have been objectively material nor a part that would have been
understood by the notional addressee to have been intended by the patentee to be
material.® Accordingly, James LJ seems to have meant that the objective materiality

of an integer was important. James LJ stated the principle in these terms:

“The principle is really very plain as it seems to us. A combination or accumulation of
three improvements is a totally distinct thing from a combination or accumulation of
two of them — as distinct as a partnership of A, B and C is from a partnership of A and
B. And if a man really wants to patent not only the whole of what he calls a new
arrangement, construction and combination of parts, he must clearly show that he

2 James LJ in Clark v Adie at 675.

® Murray v Clayton Law Rap 7 Ch 570

* James LJ in Clark v Adie at 675.

> James LJ in Clark v Adie at 676.

® These observations seek to contrast that part of James LJ’s judgment that dealt with the materiality of an
omission or variant under the doctrine of pith and marrow and the approach that the Catnic test advocates in
regard to the materiality of an omission from or variation of or addition to, a patented invention.
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claims that something less — of course periling his patent if that something less is not
a novelty.”

2.2 Clark v Adie in the House of Lords®

[3] Clark v Adie went on appeal to the House of Lords. After explaining the different
modes of infringement of a patent, Lord Cairns LC articulated the question to be
asked in order to determine non-textual infringement of a patent. Lord Cairns LC,

inter alia, said in relation to non-textual infringement:

“... the question would be, either for a jury or for any tribunal which was judging of
the facts of the case, whether that which was done by the alleged infringer amounted
to a colourable departure from the instrument patented, and whether in what he had
done he had not really taken and adopted the substance of the instrument patented.
And it might well be, that if the instrument patented consisted of twelve different
steps, producing in the result the improved clipper, an infringer who took eight or
nine of those steps might be held by the tribunal judging of the patent to have taken in
substance the pith and marrow of the invention, although there were one, two, three,
four or five steps which he might not actually have taken and represented upon his
machine.”®

It was in this passage that Lord Cairns LC coined the phrase “pith and marrow” to
refer to the infringement by the taking of the substance of a patent claim. Thereafter

the doctrine of infringement by the taking of the substance of a patented invention

became known as the doctrine of pith and marrow.

[4] The important features of the above passage in Lord Cairns LC’s speech in the House

of Lords in Adie’s case are the following:

(@ that the question to be asked to determine liability for non-textual
infringement was whether that which was done by the alleged infringer
amounted to a colourable departure from the instrument patented and
whether in what he had done he had not really taken and adopted the

substance of the instrument patented.

" James LJ in Clark v Adie at 676-677.
8 (1877) 2 App Cas 315(HL).
° | ord Cairns LC in Clark v Adie in the House of Lords at 320.
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(b) that it was the tribunal judging of the facts which had to decide whether or
not the alleged infringer had taken the substance of the patented invention;
this is important in the sense that the House of Lords did not say that the
notional addressee of the specification had a role to play in this regard —
something that resides at the centre of the Catnic test as decided by the

same House over 100 years later in the Catnic case

(© that the question whether or not the alleged infringer in what he had done
had not taken and adopted the substance of the instrument patented was a

question of fact to be decided by the tribunal judging of the facts.

2.3  The Incandescent Gas Light Company Ltd v the De Mare Incandescent Gas Light
System Ltd And Others™®

[5] In The Incandescent Gas Lamp case patents had been granted to one Carl Auer von
Welsbach and were for the manufacture of an illuminant appliance for gas and other
burners. The plaintiffs complained that the defendants were planning to infringe those
patents. The defendants denied that what they were planning to do would infringe the
patents. Welsbach had discovered a practical and simple method of arranging oxides
to be rendered incandescent in a shape which made it possible to use them in burners
and also discovered that a class of substances referred to as “rare earths” would, when
blended with Zirconia, afford at once the necessary illumination and the necessary

coherence.

[6] The defendants intended to construct or sell in England plumes for incandescent
lamps in a manner described by one De Mare with reference to two patents which De
Mare had taken out and in an application for a patent on the 11" April 1895. It would
seem that the difference between what the specification described and what the
defendants were likely to do was the defendants’ omission of ammoniation, omission

of lanthana and the variation in the form of the illuminant appliance.*

[7] Wills J, who was the trial Judge, articulated the test as being that, if the process which

the defendants had held out that they were going to use was substantially identical to

10(1896) 13 RPC 301 (QBD).
" The Incandescent Gas Lamp case at 329 lines 25-26.
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the process of the plaintiffs’ or of Welsbachs’, they were liable in that action but that,
if it was not so, they were entitled to his judgment.*? No reason was given for the
omission of lanthanum. The trial Judge said that this omission undoubtedly involved
some loss of the light-giving power of the plume; and generally no advantage had
been suggested was obtained by any variation there may have been between
Welsbach’s or De Mare’s proportions of the oxides or salts. With regard to the non-
ammoniation, evidence given by an expert called by the defendants was to the effect
that ammoniation was, in his opinion, not necessary to arrive at the result proposed by
the patentee. This meant that ammoniation was not an essential integer of the
plaintiffs’ patented invention. It seemed that dropping ammoniation only had the
effect that the defendants got the same result by one step as could be achieved by two
steps if there was ammoniation of the fabric. The trial Judge said that that was strictly
the use of a chemical equivalent perfectly well known at the date of the patent, and

could have no bearing upon the question of infringement.*®

[8] Wills J then embarked upon an extensive discussion of the principles relating to
infringement. In dealing with the question of construction, he said he had carefully
avoided any reference to the relative importance of different parts of the invention but
that in dealing with the question of infringement, it was impossible not to consider

them.'

This was a reference to the objective importance of the various parts of the invention
irrespective of the patentee’s own view of such importance. Wills J continued after

the last sentence of the passage quoted above and said:

“Infringement is a question of fact for the jury if there be one; and the question is not
whether the substantial part of the process said to be an infringement has been taken
from the specification, but the very different one, whether what is done or proposed to
be done takes from the patentee the substance of his invention. A process might be
wholly gathered from a specification and nowhere else, and yet be no infringement, if
it did not take substantially the thing invented. What the thing invented is must be
gathered from the specification alone, and the Patentee cannot escape from the thing
he has claimed as the standard, and the only standard with which to compare the

2 Wills J in The Incandescent Gas Lamp case at 321 line 55 to 322 line 2.
3 The Incandescent Gas Lamp case at 330 lines 3-4.
' The Incandescent Gas Lamp case at 330 lines 16-19.
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alleged infringement so as to see if it constitutes substantially the appropriation of the
thing claimed.”™

Four of the points made by Wills J in the passage quoted above are that:

@ the relative importance of the various parts of the invention must be

considered in determining whether there has been an infringement;

(b) what the thing invented is must be gathered from the specification alone

and from nowhere else;
(©) the patentee must be judged by the specification.

(d) the question for determining whether or not there had been infringement
was whether what is done or proposed to be done takes from the patentee

the substance of his invention.

The point made in (a) relates to the materiality or essentiality of the various parts of

the inventions including the variants.

[9] An oft-quoted statement by Wills J in his judgment appears in a paragraph that
follows the paragraph just quoted above. As will be recalled, in the last sentence of
the paragraph last quoted above, Wills J referred to a comparison of the alleged
infringement to the specification to see if the alleged infringement constitutes
substantially the appropriation of the thing claimed. In the next paragraph Wills J then

said:

“When, however, you come to make that comparison, how can you escape from
considering the relative magnitude and value of the things taken and of those left or
varied? It is seldom that the infringer does the thing, the whole thing, and nothing but
the thing claimed by the Specification. He always varies, adds, omits, and the only
protection the Patentee has in such a case lies, as has been often pointed out by every
Court, from the House of Lords downwards, in the good sense of the tribunal which
has to decide whether the substance of the invention has been pirated.”*®

> Wills J in Incandescent Gas Lamp case at 330 lines 19-29.
'® Wills J in The Incandescent Gas Lamp at 330 lines 30-37.
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Part of what Wills J said in this passage relates to the materiality of the variant or the
integer that is varied or omitted or added. In this passage Wills J repeated the
statement about the importance of the magnitude and value of the things taken and of
those left or varied. He then said that it was the tribunal which had to decide whether
the substance of the invention had been taken and that the tribunal had to use its good
sense to make this decision. In this regard what Wills J said in The Incandescent case
about what the question was for determining whether there had been infringement and
about who had to decide whether the substance of the patentee’s invention had been

taken was in line with the judgments of both James LJ and Lord Cairns in Adie.

[10] In The Incandescent Gas case an argument was advanced that which parts of the
invention were important and which ones were of subsidiary consequence could only
be gathered from the specification itself. Wills J rejected this contention saying he

was satisfied that that neither was nor could be the law.t” Wills J then said:

“There are no means of ascertaining whether, notwithstanding additions or
subtractions, the invention has been taken, except by seeing what they are worth as
compared with the things which have been taken bodily from the invention. In the
case of a patent for a combination, or for a series of operations, the Specification very
often contains no clue to the inventor’s own view of the relative importance of the
different elements in the combination. If he says nothing on the subject you must
conclude that, as far as the Specification goes, they are all presented as of equal
importance, and all as essential parts of the combined whole, and yet there may be no
infringement notwithstanding slight variations’ (Cotton LJ in Proctor v Bennis 36 Ch
D 740-754). So, again says Cotton LJ at page 756, ‘omissions and additions may be
very material in considering whether, in fact, the ‘machine of the Defendant is an
infringement of the combination which the Plaintiff claims. Omissions and additions
may even be improvements but that fact ‘does not enable you’ says Bowen LJ, ‘to

take the substance of the Plaintiff’s patent’.”*®

Wills J found that what the defendants planned to do would take the substance of the
plaintiff’s invention and that there would be infringement. In this passage Wills J
unequivocally said that you could not ascertain whether an invention had been taken
when there were additions or subtractions except by seeing what they are worth as
compared with the things which have been taken bodily from the invention.*

" Wills J at 330 lines 38-40.
8 Wills J in The Incandescent Gas Light at 330-331.
' Wills J in The Incandescent Gas Light at 330.
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[11] It is clear that Wills J did not decide the essentiality or otherwise of the relevant parts
of the patented invention omitted or varied only according to what the patentee said in
the specification but also considered the objective importance and value thereof. That
is the materiality of the parts. He certainly did not over-emphasise what the patentee
had intended more than the objective importance and value of the relevant parts of the

invention.

[12] Adie’s case and The Incandescent Gas case were decided towards the end of the 19"
century. The first case of significance in the 20" century that needs to be discussed is

Marconi’s case.
2.4 Marconi v British Radios Telegraph and Telephone Company Ltd®

[13] The Marconi matter came before Parker J in the Chancery Division. It concerned an
alleged infringement of a patent relating to an invention of improvements in an
apparatus for wireless telegraphy. The defendant’s apparatus contained all the
essential features of the plaintiff’s apparatus. That would suggest that the defendant’s
apparatus obviously infringed the plaintiff’s patent. However, in this case the
defendant, nevertheless, maintained that it did not infringe the plaintiff’s patent. The
basis of the defendant’s defence was, in the main, that, whereas in the plaintiff’s
apparatus the plaintiff used a transformer that was a transformer in the ordinary sense
which had two coils and that was the type of transformer that the specification
referred to, the defendant had used an instrument which was a single-coil instrument.
The defendant’s case was that the instrument used in the place of the plaintiff’s
transformer was not, in ordinary parlance, a transformer at all but was what was
known as an auto-transformer. The defendants said that their instrument did not act as
a transformer acts, entirely by mutual induction, but partly by mutual induction and
partly by what was called inductive shunt and they could perfectly easily eliminate the

mutual induction altogether and make their instrument act entirely by inductive shunt.

0 Marconi v British Radios Telegraph and Telephone Company Ld 1911(28) RPC 181 (Ch).
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[14] The effect of the defendant’s defence was that there was a sufficient difference
between its apparatus and that of the plaintiff to justify a conclusion that there was no
infringement. After analysing the technical evidence at some length Parker J
expressed satisfaction that, if at the date of Marconi’s 1900 Patent, a competent
electrical engineer, conversant with wireless telegraphy, had had Marconi’s invention
explained to him, and had been asked whether you could substitute for Marconi’s
two-coil transformers auto-transformers, whether arranged “1 tol”, or otherwise, he
would unhesitatingly have answered in the affirmative. Parker J then said that, if this
was so, the use of the aircore autotransformer, even if arranged “1 to 1” in Marconi’s
system could never have afforded subject matter for a new patent or be called a new
discovery.?* Parker J concluded that the reference to a transformer in Marconi’s
specification was a reference to an ordinary transformer, and that was, he continued, a
two-coil transformer. He said that if, therefore, a two-coil transformer was an
essential feature of Marconi’s system, the action would have to fail. However, he
went on to say that he did not think that a two-coil transformer was an essential
feature of Marconi’s system. He said that Marconi had taken, and he thought most
engineers would have taken, the most obvious means of securing this linkage, namely,
a two-coil transformer. He said it was, however, a matter of indifference, so far as the
essence of that invention was concerned, whether a transformer or an auto-

transformer be used.??

[15] When Parker J looked at Marconi’s first, second, third and fourth claims, he said that
there could be no doubt that anyone reading the body of Marconi’s specification, and
then his claims, would conclude that the instrument, to which he referred in the claims
as a transformer, was an instrument with two coils, though the words of the claims,
taken alone, might include auto-transformers. He pointed out that, if, therefore the use
of an instrument with two coils were an essential feature, the action would fail. In his
opinion, however, the use of a two coil instrument was not an essential feature of

Marconi’s invention at all.?

2L parker J in Marconi’s case at 216.
22 parker J in Marconi’s case at 217 lines 27-30.
2 parker J in Marconi at 217 lines 10-17.
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[16] Later on Parker J expressed the view that Marconi had taken the most obvious means
of securing some form of inductive linkage, namely a two-coil transformer. Parker J

said he thought that most engineers would have done the same. He then said:

“It is, however, a matter of indifference, so far as the essence of this invention is
concerned, whether a transformer or an auto-transformer be used. Looking at the first
Claim of the Specification, it is a claim for a transmitter involving a combination of
parts, and, among others, two tuned circuits and a transformer the latter supplying the
necessary linkage. In the second and third claims the transformer has the same
function. The fourth Claim is for apparatus substantially as described in the
Specification and illustrated in the Drawings.”**

Parker J went on to say in the Marconi case that he could not doubt that a jury would
say that the defendant’s apparatus was substantially the same as that covered by
Marconi’s 1900 patent. Then he pointed out that, where the patent is for a
combination of parts or a process, and the combination or process, besides itself being
new, produces new and useful results, everyone who produces the same results by
using the essential parts of the combination or process is an infringer, even though he
has, in fact, altered the combination or process by omitting some unessential part or
step and substituting another part or step, which is, in fact, equivalent to the part or
step he has omitted. Parker J took the view that the question here, again, was a
question of the essential features of the invention said to have been infringed. Parker J
said that, if that part of the combination, or that step in the process for which an
equivalent has been substituted, be the essential feature, or one of the essential
features, then there is no room for the doctrine of equivalents, and to ascertain the
essential features of an invention, the Specification must be read and interpreted by
the light of what was generally known at the date of the patent.”

[17] Fox draws attention to a statement by Romer LJ in Marconi’s case to the effect that
the essence of an invention is a matter to be determined on an examination of the
language used by the patentee in formulating his claims and points out that there is

considerable doubt as to the correctness of this statement.?® In this regard Fox refers

24 parker J in Marconi at 217-218 line 4.
2 parker J in Marconi at 217 lines 46 to 218 line 4.
%6 Fox at 379.

24

www.manaraa.com



to the judgment of Thorson P in McPhar Engineering®’ but fails to provide a citation
for that case, Fox states that in that case Thorson P rejected this statement by Romer
LJ and pointed out that the proper approach to the ascertainment of the essential
features of an invention was stated by Parker J in Marconi’s case 1911 28 RPC 181 at
218 as being that the specification must be read and interpreted by the light of what
was generally known at the date of the patent.?® Of course, the approach contemplated
in Romer LJ’s statement is the same approach that was applied by Lloyd-Jacob J,
Upjohn LJ, and Pearson LJ as well as the majority in the House of Lords in Van der
Lely and by the Court of Appeal and the majority in the House of Lords in Rodi which
resulted in a crisis in English patent law early in the second half of the 20™ century.
Fox goes on to say that Thorson P pointed out that, once the claim defining the
invention has been construed, the ascertainment of whether the invention has been
infringed is a different matter than the construction of the claims. He said that the
distinction is of the utmost importance because infringement is a question of fact. As
pointed out elsewhere in this dissertation it is suggested that infringement may not be
a question of fact in all cases but the distinction is important. Fox says® that, since
there is infringement if the substance of the invention is taken, it becomes necessary
to ascertain what the substance of the invention is and said that that question is a

question of fact.

[18] Parker J also referred to Benno’s case® and said that that case was a good instance of
the application of the doctrine of equivalents. In that case a centrifugal machine was
both specified and claimed and the process was new and led to a new and useful
result. The defendant used the whole process but omitted the centrifugal machine
which he replaced with a settling tank to do what the centrifugal machine had been
intended to do. It was held that the centrifugal machine had not been an essential
feature of the process and that the defendant was an infringer. In the Marconi case the
Court rejected an argument to the effect that no room existed for the application of the
doctrine of equivalents where the equivalent used was unknown at the date of the
patent. Parker J concluded in Marconi’s case that the defendants had taken all the

essential parts of Marconi’s invention and were, therefore, infringers notwithstanding

" McPhar Engineering Co v Sharpe Instruments Ltd (1960) [1956-60] Ex CR 467.
% Fox at 379; Benno Jaffé und Darmstaedter Lanolin Fabrik v John Richardson and Co (11 RPC 93, 261).
29
Fox at 379.
% parker J in Marconi at 217 lines 46 to 218 line 4.
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that they had substituted an auto-transformer for a transformer in the combination
claimed and notwithstanding that the use of an auto-transformer with an air-core for
any such purpose as that for which Marconi has used the transformer may have been

new.*" Accordingly, the plaintiff’s claim succeeded.

[19] It is interesting to note that in the Marconi case reference was made to what a
competent electrical engineer conversant with wireless telegraphy would have said
about the substitutability of auto-transformers for Marconi’s two-coil transformers if
he had been asked after getting an explanation of Maroni’s transformers. Parker J said
that such engineer would no doubt have answered in favour of their substitutability. In
the Clark v Adie and in The Incandescent Gas cases no reference seems to have ever
been made to the role of the views of persons to whom a patent is addressed. In
Marconi’s case the doctrine of pith and marrow was applied. What is most significant
about Marconi’s case is not only that Parker J took into account the question whether
or not the variant affected the result of the invention but also that, when he concluded
that it did not, he immediately referred to the rule of patent law that no one who
borrows the substance of a patented invention may escape the consequences of
infringement by making immaterial variations. Accordingly, in Marconi’s case it was
after Parker J had both considered the value of the variant as well as this rule of patent
law that he concluded that the substance of the patentee’s invention had been taken

and that, therefore, infringement had been established.

2.5  Electric and Musical Industries Ld and Boonton Research Corporation v Lissen
Ld32

[20]  Another case that needs to be referred to is that of Electric and Musical Industries Ld
and Boonton Research Corporation Lissen Ld (“the EMI case”). It is not considered
necessary to set out or discuss the facts of this case. It suffices to only refer to some
statements that were made in the speeches of some of their Lordships in the House of
Lords relating to the subject of the construction of specifications or of patent claims.
This case concerned among other things a claim by Electric and Musical Industries

Ltd and Boonton Research Corporation that Lissen Ld and Another had infringed

3 parker J in Marconi at 218.
%2 56 RPC 23; 1938 All ER 221 (HL).
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claims 1 and 2 of a patent that had been granted to them in respect of Improvements
in Electric Wave Amplifying Apparatus. There were two consolidated actions. They
came before Luxmoore J who held the patent to be valid and found that claims 1 and
2 had been infringed. There was an appeal to the Court of Appeal against the
judgment of Luxmoore J. The Court of Appeal upheld the appeal. The plaintiffs then

appealed to the House of Lords.

[21] Before the House of Lords the appeal was heard by Lords Atkin, Russel, MacMillan,
Wright and Porter. The House of Lords was divided. Lords Atkin and Porter would
allow the appeal but Lords Russel, MacMillan and Wright dismissed the appeal.
Accordingly, the decision of the House of Lords was to dismiss the appeal. However,
Lord MacMillan’s reasons for the decision to dismiss the appeal did not entail his
agreement with Lord Russell on the issue of infringement. He was of the view that the
patent failed for want of subject-matter. In the light of his conclusion on the defence
of disconformity, it was not necessary for Lord Wright to deal with the issue of the
construction of patent claims. Nevertheless, he did go on to express his view briefly
on that question. On the applicable principles of construction, Lord Wright stated that
he agreed with the enunciation of the true principles of construction made by Lord
Romer in delivering the judgment of the Court of Appeal and the statement to the
same effect by Lord Russell in the same matter.®

[22] In the judgments of Lord Atkin and Lord Porter one cannot find much by way of a
discussion of the principles of construction other than that, in the case of Lord Porter,
he affirmed in his judgment the principle that “if the claims have a plain meaning in
themselves, then advantage cannot be taken of the language used in the body of the
specification to make them mean something different”.3* Lord Parker went on to say
in that case that he was unable “to construe the claims with certainty without the
explanatory matter contained in the body of the speciﬁcation...”.35 He read certain

words into claim 1.

% Lord Wright in Electric and Musical Industries case at 52 lines 22-25.
% Lord Porter in the EMI case at 57 lines 45-48.
* | ord Porter in the EMI case at 57 lines 49 to 58 line 2.
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[23] Itis now opportune to refer to the judgment of Lord Russell of Killowen. However, in
discussing those aspects of that judgment that relate to the construction of patent
claims and infringement, it must be borne in mind that only one other Judge in the
matter expressed agreement with his enunciation of the principles of construction.
That is Lord Wright. Lord Russell of Killowen made a number of important
statements in this regard some of which were subsequently quoted with approval in
numerous cases both in England and South Africa many decades after he had made

them.®

[24] The first statement Lord Russell made in this regard on the construction of patents

was that he agreed with the Court of Appeal’s statement in the same case that:

@) no special rules were applicable to the construction of a specification;

(b) a specification must be read as a whole and in the light of surrounding

circumstances;

(©) it may be gathered from the specification that particular words bear an

unusual meaning, and,

(d) if possible, a specification should be construed so as not to lead to a foolish

result or one which could not have contemplated.

Leger views Lord Russell’s statement that, if possible, a specification should be
construed so as not to lead to a foolish result or one which the patentee could not have
complemented as being in conformity with the concept of purposive construction.®” It
is suggested that, although Leger is right in this regard, this may equally also fall
within the qualification of the golden rule of interpretation, which is part of literalism,
which is that words must be given their ordinary meaning unless that would lead to an

absurdity.

[25] Having expressed his agreement with every word that the Court of Appeal had said on

the construction of a specification, and on the function of claims, Lord Russell

% Some of the important statements relating to the construction of patent claims appear at 39 lines 17-39.
%7 Jacques Leger in Henderson G (ed) Patent Law of Canada (1994) Carswell at 198.
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expressed a desire to add something further in regard to the claim in a specification.*
What Lord Russell then said in the following paragraph has been repeated umpteen

times in subsequent cases. He said:

“The function of the claims is to define clearly and with precision the monopoly
claimed, so that others may know the exact boundaries of the area within which they
will be trespassers. Their primary object is to limit and not to extend the monopoly.
What is not claimed is disclaimed. The claims must undoubtedly be read as part of
the entire document and not as a separate document; but the forbidden field must be
found in the language of the claims and not elsewhere. It is not permissible, in my
opinion, by reference to some language used in the earlier part of the specification to
change a claim which by its own language is a claim for one subject-matter into a
claim for another and a different subject-matter, which is what you do when you alter
the boundaries of the forbidden territory. A patentee who describes an invention in
the body of a specification obtains no monopoly unless it is claimed in the claims. As
Lord Cairns said, there is no such thing as infringement of the equity of a patent
(Dudgeon v Thompson LR 3 App Cas 34).”*

To a very large extent this passage has been used in support of the literalist approach
to the construction of patent claims. This does not, however, mean that it has not been

used for any purpose other than in support of the literalist approach.*

[26] Lord Russell also made further statements.** He started off with an implied suggestion
that words in a claim may bear a special or unusual meaning by reason either of a
dictionary found elsewhere in the specification or of technical knowledge possessed
by persons skilled in the art. He went further and said that the prima facie meaning of
words used in a claim may not be their true meaning when read in the light of such a
dictionary or of such a technical knowledge and that in those circumstances a claim,

when so construed, may bear a meaning different from that which it would have borne

% Lord Russell of Killowen in EMI at 39 lines 24-26

% Lord Russell in EMI at 39 lines 26-39.

“0 1t is interesting to note that, whereas Lord Russell made a statement in the last sentence of the passage quoted
above that “there is no such thing as infringement of the equity of a patent” and referred to Dudgeon v
Thompson LR 3 App Cas 34, in South Africa Froneman DJP said in Buffalo Signs Co Ltd and Others v De
Castro and Another (1999) 20 ILJ 1501 (LAC) at 1508 par 22 that under the now repealed Labour Relations
Act, 1956 (Act 28 of 1956) “... liability for the commission of an unfair labour practice extends only to an
employer as defined in the Act and there is no employer in equity”. However, he said in the next sentence: “But
that, in my view, does not mean that in every case there can only be one employer, or that equitable policy
considerations do not come into play when determining who an employer is under the Act”.

“! | ord Russell at 41 lines 20-47.
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[27]

[28]

had no such assisting light been available.* Lord Russell pointed out that that was

construing a document in accordance with the recognised canons of construction.*?

What Lord Russell said as reflected in the preceding paragraph suggests that as at that
time the construction of specifications and claims was governed by the same canons
of construction that were applicable to the construction of documents. A little later
Lord Russell made two points. The first one was that he knew of “no canon or
principle which will justify one in departing from the unambiguous and grammatical
meaning of a claim and narrowing or extending its scope by reading into it words
which are not in it”.** The second point was that he knew of no canon or principle of
construction “which will justify one in using stray phrases in the body of a

Specification for the purpose of narrowing or widening the boundaries of the

monopoly fixed by the plain words of a claim”.*

Lord Russell concluded by saying:

“A claim is a portion of a specification which fulfils a separate and distinct function.
It and it alone defines the monopoly; and the patentee is under a statutory obligation
to state in the claims clearly and distinctly what is the invention which he desires to
protect. As Lord Chelmsford said in this House many years ago: ‘The office of a
claim is to define and limit with precision ‘what it is which is claimed to have been
invented and therefore patented’ (Harrison v Anderson Foundry Co LR 1 App 574).
If the patentee has done this in a claim the language of which is plain and
unambiguous, it is not open to your Lordships to restrict or expand or qualify its
scope by reference to the body of the specification. Lord Loreburn emphasised this
when he said: ‘The idea of allowing a patentee to use perfectly general language in
the claim and subsequently to restrict or expand or qualify what is therein expressed
by borrowing this or that gloss from other parts of the specification is wholly
inadmissible’ (Ingersoll Sergeant Drill Co v Consolidated Pneumatic Tool Co 25
Report of Patent cases, page 61 at page 83).”*

Two observations emerge from this passage. Firstly, as a general rule, a patentee’s

monopoly must be found within the four corners of the claims. Secondly, an

2| ord Russell in EMI at 41 lines 23-27.
3 ord Russell in EMI at 41 lines 27-28.
* | ord Russell in EMI at 41 line 28.

> Lord Russell in EMI at 41 lines 28-33.

“® Lord Russell in EMI 41 lines 34 to 42 line 48. For a history of the evolution of English patent claims, see DJ

Brennan: “The evolution of English patent claims as property definers” (2005) 4 1PQ 361-399.
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exception to that general rule is where the language of the claims is unclear and
ambiguous. In such a case recourse can be had to the body of the specification. Lord
Russell then quoted Sir Mark Romer who, he said, had expressed a similar view in
British Hatford.*’ Lord Russell quoted Sir Mark Romer as having expressed himself

thus in that case:

“One may and one ought to refer to the body of the specification for the purpose of
ascertaining the meaning of words and phrases in the claims, or for the purpose of
resolving difficulties of construction occasioned by the claims when read by
themselves. But where the construction of a claim when read by itself is plain, it is
not, in my opinion, legitimate to diminish the ambit of the monopoly claimed merely
because in the body of the specification the patentee has described his invention in
more restricted terms than in the claim itself.”*®

[29] Fox says there appears to be a conflict between a statement in the judgment of Lord
Russell of Killowen in EMI and another statement made by Parker J in Marconi’s
case. In this regard Fox quoted the statement where Lord Russell said that “a claim is
a portion of the specification which fulfils a separate and distinct function. It and it
alone defines the monopoly and the patentee is under a statutory obligation to state
clearly and distinctly what is the invention which he desires to protect.”™*® Fox then
quotes the statement made by Parker J, in Marconi where Parker said that it was a
well known rule of patent law that no one who borrows the substance of a patented
invention can escape the consequences of infringement by making immaterial
variations.®® Fox refers™* to Lloyd-Jacob J’s judgment in Parks-Cramer Co v
Thornton and Sons Ltd®® for an explanation of these two statements. It is suggested
that one explanation for the two statements would be found in another statement
which Lord Russell made in EMI. That is a statement which, it is suggested, qualified
the one which Fox says is in conflict with the statement of Parker J. That statement by
Lord Russell was that “if possible, a specification should be construed so as not to
lead to a foolish result or one which the patentee could not have contemplated”.>® This

statement would, it is suggested, accommodate the rule referred to by Parker J to

*" British Hatford-Fairmont Syndicate Ltd v Jackson Bros (Knottingley) Ltd 49 RPC 495 at 556.
*® Lord Russell in EMI at 41 lines 49 to 42 line 7.

* Electrical and Musical Industries Ltd v Lissen Ltd (1939) 56 RPC 23 at 41.

0 See Marconi’s case at (1911) 28 RPC 181 at 217; see also Fox at 364.

*! Fox at 364.

%2 (1966) RPC 99 at 128.

>3 | ord Russell of Killowen in EMI at 39 lines 17-22.
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which Fox also refers. It would be an exception to Lord Russell’s statement said to be

in conflict with Parker J’s statement.

[30] Lord Russell also referred in EMI to the fact that much stress was laid upon the fact
that the body of the specification contained references to strong and weak signals, to
modulation — distortion, and to the experiments made and the results obtained and
illustrated in figures 1, 2, 3 and 4.>* He said that it was those references, experiments
and information which were relied upon as a justification for departing from the plain
language of Claim 1. Lord Russell then said that in his opinion those references,
experiments and information thus imparted furnished no such justification. He said
that they were included in the body of the specification because they indicated the
advantages (ascertained by experimenting with valves which had the special design of
tube electrodes) which would accrue from using the claimed method of adjusting the
transmission. Lord Russell said that that was the proper place for them to occupy. He
said that they should not be read into Claim 1 and had no place there, because they
formed no part of the invention. He emphasised that their advantages accrued from

using it.>> Lord Russell concluded that he would dismiss the appeal with costs.

2.6 Birmingham Sound Reproducers Ltd v Collaro Ltd and Collaro Ltd v Birmingham
Sound Reproducers Ltd*®

[31] In this case the patent related to an apparatus for the automatic changing by a
gramophone or other sound reproducer of a number of disc records placed upon it for
successive playing, notwithstanding that such records could have been of different
diameters. Prior to the patented invention gramophone disc records had at all material
times been, and at the time of the judgment in this case, were still, made and marketed
in three sizes. The smallest, which previously had been 9 inch diameter, was then 7
inch diameter, the next bigger size 10 inch diameter and the largest size 12 inch

diameter.

[32] Automatic devices for changing records required a mechanism which would cause the

tone arm or pick-up at the end of the playing of a record to be raised from the record

% Lord Russell at 42 lines 17-21.
% Lord Russell in EMI at 42 lines 23-30.
% (1956) RPC 232 (CA).
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and carried outward or laterally beyond the rim of the turntable and of the played
record, the dropping of the next record to be played from the stack on to the turntable
and then the movement of the tone-arm or pick-up back as far as the outermost groove
of the new record to be played and its depression so that the needle would make
contact with that record upon its outside grove and play the record in the ordinary
way. It would seem that this mechanism worked when the records being dropped on
to the turn-table from the stack were of the same size but not when they were of
different sizes. To achieve the object of adapting the mechanism to be able to drop
records of different sizes from the stack on to the turntable, the mechanism had to be
such that the swinging inwards of the tone-arm or pick-up to the outermost groove of

the new record to be played had to be adjusted to the size of the record.

[33] The essential features of the earlier types of mechanism were that the falling record,
other than a record of the smallest diameter, by depressing the blade, caused a
corresponding lift of a rod; that the lifting of the rod in turn through a “bell-crank”
lever caused a lateral movement of a horizontal member under the turntable to which
was attached a projecting piece having in it an angled slot; that another member,
called a stop member, being free to rotate about a fixed pivot, and having a peg
engaged in the slot in the abovementioned slotted member, was caused by the lateral
movement of the latter to rotate to a distance determined by the extent of the
movements previously described; that the stop member was held in the position to
which it had been moved by the action of another spring and rotating member called
“detent” which operated in the manner of a ratchet upon an appropriate notch or tooth
on the stop member, and that, finally, another member co-operating with the tone-arm
was by a knob or peg brought to rest or halted against a part of another surface of the

stop member corresponding to the notch or tooth held by the detent.

[34] Lord Evershed MR, who delivered the unanimous judgment of the Court, made the

following observations:

“From the description which we have attempted, it will be appreciated that the extent
of the depression of the blade was, indirectly or by a series of mechanical parts,
communicated to a moving stop member which was held in the achieved position by a
detent and that such position controlled, through the stop member itself, the extent of
the in-swing of the torn-arms. It will further be appreciated that the work of moving
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all the mechanism was done directly by the record itself, that is, by its own weight
and movement. The outward movement of the tone arm at the end of the playing of a
record operated to restore the whole mechanism to its original position.”’

[35] According to Lord Evershed MR, in the essential features of the appellants’ device as
described and illustrated in their Letters Patent were found the essential pieces of the
mechanism, the stop member and the detent. However, Lord Evershed MR pointed
out that there were two marked differences between the earlier type of mechanism and
the mechanism described in the appellants’ Letters Patent. The one was that in the
appellant’s mechanism the blade was attached to the “detent”. The other was that the
stop member was attached to the vertical part of the apparatus to which were
“pivoted” also the blade and the detent. The stop member was free to move to a
certain extent upwards or downwards but by reason of the use of a spring its tendency
or “bias” was to move upwards. In the position of the mechanism produced by the
outward swing of the tone-arm, the narrow “toe” of the detent rested upon the topmost
of three steps at the top of the stop member. In this position the blade was horizontal.
A record of the smallest size would not touch the blade. This part of the mechanism

remained in this original position for the playing of such a record.

[36] Lord Evershed MR pointed®® out that the use in the respondents’ RC 54, which
represented the respondents’ apparatus, of the bell-crank lever plus the sliding metal
strip in lieu of the single stop member in the appellants’ device, gave rise to certain

distinctions in design between the two devices, namely:

1) instead of the three steps or notches at the top of the appellants’ stop
member, one or other of which engaged with what he called the toe of the
detent, there were found in RC 54(a) in the bell-crank a notch (liable to
engage with a hook at the top of the detent) and peg (liable to engage with
one or other of the two cam surfaces on the detent) and (b), the two last

mentioned cam surfaces’;

(2) instead of the single stop member in the appellants device “biased” to move
vertically upwards, there were found in RC 54 two belt-cranks, biased to

" Lord Evershed in Birmingham at 236 lines 1-8.
% | loyd-Jacob J in Birmingham at 237.
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rotate clockwise, and the metal strip connected with the bell-crank and

thereby “biased” to move vertically downwards; and

(3) Instead of the three bottom steps or notches on the single stop member in
the appellants’ device, in RC 54 the corresponding three notches or steps

were on the metal strip which itself had no other steps or notches.

[37] The entire case of infringement related to claim 1 of the specification. The heading to
the specification was: IMPROVEMENTS TO AND RELATING TO SOUND
REPRODUCING APPARATUS. The specification referred to the kind of apparatus in
which “the extent of the inward movement imparted to the reproducer by traversal of
the plane of the turn-table, as a preliminary to the engagement of the stylus with the
record to be played is made to correspond with the radius of that record by settable
means adopted to function as a temporary stop for the inwardly moving reproducer,
setting of said means being determined by the engagement of non-engagement
therewith of the edge of the record as it moves from the lower end of the stack to the
playing position on the turntable”.>® Thereafter followed a paragraph to the effect that
the object of the invention was to provide an improved and simplified form of
apparatus of this kind suitable for use with two but more particularly with a number in
excess of two different sizes of disc records.®® Dealing with the invention with which

the case was concerned, Lord Evershed MR. made the following points, namely:

o that the invention consisted of the selection of particular known chemical
members and their arrangement in a particular way so as to provide a
simple, compact, cheap and positive method of carrying out a known

mechanical operation.

o that the individual parts of the apparatus were not claimed as inventions and
could not be so claimed.

o that the basic idea which the invention carried out, that is to say, the

stopping of the tone-arm at a point appropriate to the commencement of the

% At 238 lines 14-20.
80 At 238 lines 22-24.
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playing of a given record, which point was determined or selected by the
degree of defection of the blade brought about by that record as it dropped
from stack to turntable, was not and could not be claimed as an invention as

it was not new.

o that the essence of the invention resided wholly in the selection and
arrangement of the parts and the manner in which they interacted when
arranged in accordance with the invention and that it was therefore essential
to the invention that it should consist of the particular parts described in the
claim arranged and acting upon each other in the way described in the

claim.%!

[38] Lord Evershed discussed the principles applicable to non-textual infringement.®® He
discussed all the prominent cases dealing with the principles applicable to the
determination of non-textual infringement of patent claims between 1870 and 1956.%

Quite importantly, Lord Evershed MR said:

“For the purposes of the present case we are content to treat the question as being in
the words of Parker J, as he then was, in Marconi v British Radio etc (1911) 28 RPC
181 at 217:

‘Whether the infringing apparatus is substantially the same as the apparatus
said to have been infringed’.

In the question thus formulated we take the apparatus ‘said to have been infringed’ as
being the apparatus claimed as the invention in the claiming clause of the

specification; and ‘substantially the same’ as meaning ‘in all essential respects the

same’ 2564

[39] In the next two paragraphs®™ Lord Evershed MR dealt with the question of how a
court would determine whether the infringing apparatus was substantially the same as

the apparatus said to have been infringed. He inter alia said:

°L At 245 lines 15-28.

%2 From 242 line 5 to 245 line 14.

% These cases included Clark v Adie (LR 10 ch 667, the House of Lords’ decision in Clark v Adie (1877) 2 App
Cas 315 (HL); The Incandescent Gas case, the Marconi case; BHT v Metropolitan Vickers Electrical Coy (1928)
45 RPC 24; RCA Photophone Ltd v Gaumont Picture Corporation (1936) 53 RPC 167 and Multiform Displays
Ltd v Whitmarleys Displays Ltd (1956) RPC 143.

% Lord Evershed at 244 line 51 to 245 line 3.

% | ord Evershed at 245 lines 4-15.
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“In order to resolve this question it is necessary to determine what are the essentials of
the particular invention claimed in any given case. We agree with Sir Lionel that
generally speaking this must be ascertained by reference to the claim and to the claim
alone. In RCA Photophone v Gaumont British etc (supra) at p 197 immediately after
the passage already quoted, Romer LJ went on to say: ‘But it is not the province of
the court to query what is or what is not the essence of the invention; that is a matter

to be determined on an examination of the language used by the patentee in
b 7’66

formulating his claims’.
This last sentence might have been in conflict with the approach of the House of
Lords as found in the speech of Lord Cairnes LC in the Adie case. In the next
paragraph Lord Evershed sought to dispel any notion that what he had just said meant

that he did not think that that question was a question of fact. He said:

“We do not however, exclude the possibility that, after the nature, scope and essential
features of a given invention have been ascertained by construing the relevant claim,
the question whether the alleged infringement is essentially or substantially the same

as or different from the invention as claimed may become a question of fact and
2 67

degree”.

[40] Lord Evershed also said that the question therefore was whether the allegedly
infringing apparatus consisted of substantially the same parts acting upon each other
in substantially the same way as the apparatus claimed as constituting the invention.
He said it was not enough to find that the parts comprised in the Respondents’
apparatus individually or collectively perform substantially similar functions to those
performed individually or collectively by the parts comprised in the apparatus claimed
as the appellants’ invention that the respondents’ apparatus produced the same result
as the appellants’ apparatus. It must be shown, continued Lord Evershed, that the
respondents’ selection and arrangement of parts is substantially the same as the
appellants’ selection and arrangement of parts because it would be in such selection
and arrangement that the appellants’ invention resided.®® The Court then went on to
hold that the respondents’ apparatus, namely, RC 54, was substantially different from

the appellants’ apparatus as claimed in the claiming clause. The Court said:

% | ord Evershed at 245 lines 4-10.
87 ord Evershed at 245 lines 11-14.
%8 | ord Evershed at 245 lines 29-38.
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“As compared with the Plaintiffs’ invention as claimed, the Defendants’ construction
introduced several new features. We note in particular the bell-crank lever biased for
clockwise movement, the peg in its head, the two ‘cam surfaces’ (or, as we think they
may properly be called, spaced abutment surfaces) on the detent, and the co-operation
of the peg in the head of the bell-crank with the spaced abutment surfaces on the
detent when the blade is depressed so as to produce the required degree of downward
movement on the part of the stop-member through its connection to the extremity of
the horizontal arm of the bell-crank. We note also the method of holding the stop-
member in the starting position by means of the engagement of the hook at the top of
the detent and the notch in the head of bell-crank.”®

The Court found that there was no infringement. It is suggested that in the
Birmingham case it was correctly found that the doctrine of pith and marrow was not
applicable because the differences in the two devices were, at least in part, in respect
of essential features. It is now necessary to turn to a discussion of the period: 1960 —
1978.

%9 ) ord Evershed at 245 lines 39-49.
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CHAPTER 3

3 THE ERA OF THE UPJOHN LJ APPROACH: 1960 — 1978

3.1  Vander Lely in the Court of First Instance’

[1] In this case the appellants owned a patent for a hay rake, patent NO 680, 537. The
respondent claimed to have invented a hay rake as well. For present purposes it can be
accepted that the only difference between the two hay rakes was that, whereas the
appellant’s specification was to the effect that the hindmost wheels were
dismountable, with the defendants’ rake it was the foremost wheels that were
dismountable. The appellants complained that the respondents’ rake was an
infringement of their patent relating to their rake. In the Chancery Division the trial
Judge was Lloyd-Jacob J. Lloyd-Jacob J’s judgment did not include any serious
discussion of the principles relating to the determination of non-textual infringement
of patents.

[2] Lloyd-Jacob J found that the accused apparatus did not correspond to the textual
requirements of the relevant claim. He then turned to the question whether the
accused apparatus could be said to infringe the substance of the patented invention. In
this regard he said that, although it was true that the accused apparatus secured the
result which the claimed device was adapted to produce, if a finding of infringement
was to be justified, it was not the identity of result only but substantial identity of
means whereby that result was secured that had to be established. In other words
Lloyd-Jacob J saw the test as being whether the same result was secured by means
that were substantially identical to the means contemplated in the claims.? Lloyd-
Jacob J pointed out that, if the patentee had in fact appreciated that a vehicular frame
could be devised which permitted conversion from side raking to swath turning by
retention in position of the hindmost rake wheels of the original row, it would have
been inconceivable that he would have framed the relevant claim in a language which

expressly called for their removal.®

1 C Van der Lely NV v Bamfords Ltd [1960] RPC 169 (Ch).
2 Lloyd-Jacob J in Van der Lely at 197 lines 13-16.
® Lloyd-Jacob J in Van der Lely at 197 lines 12-20.
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[3] Lloyd-Jacob J thereafter referred to dicta in Sir Mark Romer’s judgment in British-
Hartford® and in Lord Russell of Killowen’s judgment in EMI. The one dictum was to
the effect that, when the construction of a claim when read by itself was plain, it was
not legitimate to diminish its ambit of the monopoly claimed merely because in the
body of the specification the patentee had described his invention in more restricted
terms than in the claims. The other dictum was to the effect that there was no rule or
principle which would justify a departure from the unambiguous and grammatical
meaning of a claim and narrowing or extending its scope by reading into it words
which were not in it or which would justify one in using stray phrases in the body of
the specification for the purpose of narrowing or widening the boundaries of the

monopoly fixed by the plain words of the claim.

[4] In the Van der Lely case in the Court of first instance Lloyd-Jacob J found that the
defendants’ apparatus did not infringe the plaintiffs’ patent. He set out the thrust of

his reasons for his conclusion in these terms:

“In the present case, no passage in the specification can be found to support the
suggestion that removal of any but the hindmost wheels was ever within the
contemplation of the inventor. Save for the ingenuity of the Defendants in producing
their device, it is unlikely that any reader of the specification would have appreciated
that the transposition in claim 11 of the words ‘hindmost’ and ‘foremost” would be
required to identify the useful conversion of a particular raking device, still less to
suppose that the Patentee so intended. For the reasons stated, infringement of Claim
11 has not been proved.”

[5] What is noteworthy in Lloyd-Jacob J’s judgment is also the absence of any reference
to the rule of patent law that no one who borrows the substance of a patented
invention can escape the consequences of infringement by making immaterial
variations to the patented invention. Indeed, he also made no reference to the question
whether the variant added any value to the invention. It was Lloyd-Jacob J’s judgment
in this case that marked the emergence of an approach to the determination of
infringement of patents and the doctrine of pith and marrow which was later followed

by the Court of Appeal and the House of Lords which is referred to elsewhere herein

* British-Hartford Fairmont Syndicate Ld v Jackson Bros (Knottingly) Ld (1932) 49 RPC at 556.
® |loyd-Jacob J in Van der Lely in the Court of first instance at 197 lines 34-42.
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as the “Upjohn LJ” approach. There was an appeal to the Court of Appeal. The
judgment of the Court of Appeal is next for discussion. Lloyd-Jacob J’s approach was

entirely based on the literal meaning of the claims.

[6] Lloyd-Jacob J’s approach was to ask whether or not there was any passage in the
specification to support the suggestion that removal of any but the hindmost wheels
was ever within the contemplation of the invention.’ He then said that save for the
ingenuity of the defendants in producing their device, it was unlikely that any reader
of the specification would have appreciated that the transposition in claim 11 of the
words “hindmost” and “foremost” would be required to identify the useful conversion
of a particular raking device, still less to suppose the patentee so intended.” He then
concluded that for these reasons the infringement of claim 11 had not been
established.

[7] From the above it is clear that Lloyd-Jacob J adopted a very literalist approach to the
construction of claim 11 by asking the question whether or not the specification had a
passage which suggested the removal of any wheels other than the hindmost wheels.
This approach left no room for a consideration of whether or not the difference
introduced by the alleged infringer was introduced for no reason other than to disguise
the theft of the patentee's invention. Indeed, Lloyd-Jacob J paid no attention to the
rule on immaterial variations at all nor did he have regard to the question whether the
difference was in form only and not in substance. Lloyd-Jacob J had no regard to the
question whether or not the dismounting of the foremost wheels instead of the
hindmost wheels as contemplated in the claim added any value to the invention or
whether the difference was of any practical significance. If, therefore, one applied
Lloyd-Jacob J’s approach to determine whether there was infringement in substance,
one would simply have to ask the question whether or not there was a passage in the
claims which covered the variant of the alleged infringer. This seems to require a
literal “covering” of such variant. If the variant was not literally covered by the
claims, then there was no infringement. That is in line with the approach that was later
taken by the majority in the Court of Appeal and in the House of Lords in the same

case. It is suggested that, if this approach were the correct approach, there would have

® Lloyd-Jacob J in Van der Lely at 197 lines 35-37.
’ loyd-Jacob J in Van der Lely at 197 lines 35-43.
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been no room for the application of the doctrine of pith and marrow in patent
infringement cases. Lloyd-Jacob J also made no reference to the role of the national

addressee.

[8] Lloyd-Jacob J’s judgment on infringement in Van der Lely began what later became a
very critical period of twenty years in English patent law. Lloyd-Jacob J’s judgment
was later followed and approved by both the Court of Appeal and the House of Lords.
Lloyd-Jacob J also failed to refer to any of the important decisions. Finally, Lloyd-
Jacob J did not even refer to the doctrine of pith and marrow or any of the well-known
cases in which the doctrine had previously been dealt with authoritatively. Lloyd-
Jacob J’s approach was completely literalist. There was an appeal to the Court of

Appeal. It is the decision of the Court of Appeal that falls to be discussed next.

3.2 C Van der Lely in the Court of Appeal: Van der Lely v Bamfords Limited®

[9] In the Court of Appeal the panel of Judges who heard the appeal comprised Lord
Evershed MR, Upjohn LJ and Pearson LJ. Upjohn LJ and Pearson LJ gave a joint
judgment in which they upheld the judgment of the trial Judge and found that the
respondents’ devices did not infringe the appellants’ patent claims. For convenience
Upjohn LJ’s and Pearson. LJ’s joint judgment is referred to herein as Upjohn LIJ’s
judgment. Lord Evershed MR dissented and found that there was infringement. One
important difference between the two judgments was that in considering the issue of
infringement, Upjohn LJ did not consider, nor, did he refer to, the rule on immaterial
variations whereas Lord Evershed MR not only referred to that rule but he also took it
into account. He also considered the practical significance or materiality of the variant
before deciding on infringement. Upjohn LJ also did not consider the practical
significance or materiality of the variant before deciding on infringement. It is
convenient to discuss the judgment of Upjohn LJ, which was the judgment of the
Court, first and, thereafter, that of the Master of the Rolls.

® [1961] RPC 296 (CA).
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3.3  The Majority Judgment of Upjohn LJ and Pearson LJ in Van der Lely in the
Court of Appeal

[10] Although the majority judgment in the Court of Appeal in the matter of Van der Lely
was a joint judgment of Upjohn LJ and Pearson LJ, for convenience only Upjohn LJ
may sometimes be referred to in the discussion of the judgment in this dissertation. In
dealing with the appeal in the Court of Appeal Upjohn LJ and Pearson LJ, inter alia,
said:

“Now it is obvious that in fact the respondents have avoided textual infringement by
the simple device of so arranging the parallel beam to carry the wheels for swath
turning that it is necessary to move the foremost wheels backwards rather than the
hindmost wheels forward. Put in another way, if the respondents’ machine was used
by towing it in the opposite direction to its designed direction of travel (making
suitable known mechanical adjustments) you would achieve a machine precisely
within claims 11 and 12. To that extent the respondent may be said to have taken the
substance of the appellants’ invention. But that, in our opinion, does not dispose of
the point, for it is clearly settled law that to infringe the patent it must be shown that
the invention, as claimed in the relevant claim, has been infringed in all essential
respects, essential that is to say, upon the true construction of the claim.”®

Upjohn and Pearson LLJ went on to say:

“As a matter of construction of claim 11, it seems to us clear that the appellants have
deliberately chosen to make it an essential feature of the claim that the hindmost
wheels should be detachable and, as we have pointed out, the foremost wheels need
not be. Why they so confined the claim it is not for us to speculate. The claim could
presumably have safely been drawn to cover dismountability of either group (see for
example claim 7 in the respondents’ later patent 753,478); but as the learned judge
pointed out, apparently the appellants did not appreciate this possibility. We have
come to the conclusion that there is no escape from the learned judge’s conclusion
upon this point, and upon principle and authority we are bound to construe the words
of the claim according to their clear and unambiguous meaning and to hold that
claims 11 and 12 are not infringed.”*

[11] The fundamental basis for Upjohn LJ’s and Pearson LIJ’s conclusion of non-
infringement was the finding that “(a)s a matter of construction of claim 11, it seems
to us that the appellants have deliberately chosen to make it an essential feature of the

claim that the hindmost wheels should be detachable and, as we have already pointed

° Upjohn LJ in the Court of Appeal in Van der Lely at 313 lines 4-15 (author’s emphasis).
1% Upjohn LJ in Van der Lely at 313 lines 16-26. Compare with Gordon Harris: “Trends in UK patent litigation:
The age of reason?”” (1999) 21/5 EIPR 254-263 at 255.
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out, the foremost wheels need not be. Why they so concluded to confine their claim is
not for us to speculate”. Upjohn LJ and Pearson LJ did not give any reasons for their
finding that the patentees had “deliberately chosen” to make the dismountability of
the hindmost wheels an essential feature. It was the same kind of approach as the one
that had been adopted by Lloyd-Jacob J in the same case in the Chancery Division
who had asked the question whether or not there was a passage in the relevant claims
which suggested the dismountability of any wheels other than the hindmost wheels
and decided the case on the basis simply of the answer to that question.

[12] It is suggested that the conclusion reached by Upjohn and Pearson LLJ that there was
no infringement was erroneous. It followed upon their conclusion that the appellants
had deliberately chosen to make it an essential feature of the claim that the hindmost
wheels should be detachable and the foremost wheels need not be.'* The fundamental
error with this finding made by Upjohn LJ and Pearson LJ is that they seem to have
regarded the mere fact that the appellants had mentioned detachability in relation to
the hindmost wheels as enough to make the detachability of the hindmost wheels an
essential feature of the patented invention. The mere mention of a feature is not and
cannot without more be sufficient to make a feature essential. A claim in a
specification will mention both essential and unessential features. If it were not so
(and if the mere mention of a feature in a claim was sufficient to make the feature
essential), the question for the determination of the essentiality of a feature would be

whether or not it is mentioned in the claim.

[13]  Another error made by Upjohn LJ in his judgment in coming to the conclusion that
there was no infringement was that he had no regard to whether or not the
detachability of the foremost wheels in the respondents’ apparatus as opposed to the
hindmost wheels in the patentee’s invention added any value to the invention or
whether there was any reason for the defendants’ decision to make the foremost
wheels detachable as opposed to the hindmost wheels. This, it is suggested, was an
important factor because, where the feature, objectively speaking, does not add any
value in that it is immaterial to the operation of the invention, it is not going to be
easy to conclude that the patentee has chosen to make such feature an essential feature

! Upjohn LJ in Van der Lely at 313 lines 16-26.
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of his invention. Another factor is that Upjohn LJ overlooked the well-known rule of
patent law that no one who borrows a patented invention can escape the consequences
of infringement by making immaterial variations to the patented invention. If Upjohn
LJ had taken this rule into account, he would have reached the opposite conclusion to

the one that he reached.

[14] Finally, Upjohn LJ said that to some extent the respondent could be said to have taken
the substance of the appellants’ invention.'? When regard is had to what the law was
at the stage of the Van der Lely case in the Court of Appeal in English patent law on
the determination of the non-textual infringement of patent claims, this statement
should inevitably have driven Upjohn LJ to the conclusion that there had been
infringement. In this regard a reference to Adie, Birmingham and Marconi cases both
of which were binding on Upjohn LJ would have reminded him that in terms of those
decisions the question was whether or not the respondents had taken the substance of
the appellants’ invention. It is also to be noted that in his judgment Upjohn LJ made
no reference whatsoever to any authorities, including Clark v Adie, Birmingham and
Marconi which contained the relevant principles. If he had, he might have reached a

different conclusion.

[15]  Upjohn LJ’s approach to or understanding of, the doctrine of pith and marrow was the
same as the one reflected in Lloyd-Jacob J’s judgment in the court of first instance. It
was an approach that disregarded the rule of patent law on immaterial variations. It did
not inquire into whether or not the difference introduced by the alleged infringer to the
invention added any value or was of any practical significance to the operation of the
invention. The approach which, for convenience, is referred to herein as the “Upjohn
LJ” approach to the determination of infringement of patents and the doctrine of pith
and marrow, uses almost exclusively the language employed by the patentee in framing
his claim to determine whether an integer is essential or inessential and, therefore,
whether the doctrine of pith and marrow applied or not and, therefore, whether there is
infringement. The Upjohn LJ approach seems to in effect have taken the mere mention
of an integer in a claim as evidence that the patentee intended it to be an essential

feature of his invention in which case there would be no infringement.

12 Upjohn LJ at 313 lines 10-15.
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3.4  Lord Evershed MR’s Dissent in Van der Lely in the Court of Appeal

[16] Lord Evershed MR disagreed with Upjohn LJ and Pearson LJ that there was no
infringement. His view was that there was infringement. He wrote a dissenting

judgment. Lord Evershed MR, inter alia, said:

“If attention must exclusively be directed to the strict language of the claim then the
charge of infringement may well be said to be repelled because, in the respondents’
machine, the wheels which are dismountable are not the wheels ‘situated hindmost in
the direction of motion of the vehicular frame’ but the foremost. So it is said, and this
answer has appealed to my brethren, that the appellants having, for reasons best
known to themselves, confined by its language the scope of their 11" claim to
dismounting the hindmost (only) of the wheels, cannot complain of the device
wherein not the hindmost but the foremost of the wheels are alone dismounted: and it
is further said, and said truly, that it is the function of the claim to state precisely the
scope of that for which the inventor desires protection. As Lord Russell of Killowen
said in the EMI case (EMI Ltd v Lissen Ltd (1938) 56 RPC 23 at 41): It and it alone
defines the monopoly; and the patentee is under a statutory obligation to state in the
claim what is the invention which he desires to protect.”

[17] Lord Evershed MR pointed that it was not always a defence to a claim of infringement
for the alleged infringer to say that his device or process or apparatus did not exactly
and in every respect fall within the precise language of the patentee’s claim.'* Lord

Evershed MR thereafter said:

“Authorities of long standing and binding upon this court establish that infringement
may occur if that which is done or proposed to be done ‘takes from the patentee’, in
the language of Wills J, affirmed by this court in the case of The Incandescent Gas
Light Co. Ltd v The de Mare Incandescent Gas Light System Ltd (1896) 13 RPC 301,
‘the substance of the invention’: if, in Lord Cairns’ classic phrase, the infringer has

taken the ‘pith and marrow’ of the patentee’s claim.”™

A little later Lord Evershed MR said:

“True it is that the question of infringement ‘in substance’ normally arises where the
patented device consists — as is very commonly the case — of a number of combined
integers and where the device alleged to constitute infringement embodies some but
not all of them; so that the question is resolved to this: whether the integers omitted or

3 At 318 lines 21.
14 At 318 lines 35-37.
' | ord Evershed MR, in Van der Lely at 318 lines 37-43.
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varied are ‘unessential’ characteristics of the claim properly construed as a whole. But
in my judgment the principle involved is not, and cannot on principle be confined
precisely to that class of case. The principle invoked remains where the device alleged
to infringe only departs from the invention comprehended in the claim, properly
construed, in respects which are, upon its true interpretation, not essential to the scope
of the claim.”*®

[18] Against the background of the fact that claim 11 referred to the dismounting of wheels
situated hindmost in the direction of motion of the vehicular frame, Lord Evershed
MR pointed out that, as he read the claims, “it was no essential part of the invention
that the machine should move in direction, that is upwards as you look at the Figure
rather than in the opposite direction.'” The direction is indicated, but only indicated by
the small arrow near to the Figure itself. For the purposes of construing and
appreciating the claims such direction is assumed. Nor is more light thrown upon the
matter in the body of the specification. True, the line of the wheels must be oblique to
the direction of movement; but this essential feature would be achieved whether the
vehicle moved upwards or downwards on the sheet of Figures. The only reference to
the fact or assumption that the direction is upwards is by reference to the Figures
themselves ...”."* Lord Evershed MR then turned to the question of how the
defendants had sought to avoid the infringement of claim 11. He said that they had

done this by merely reversing the direction of the machine. He continued:

“If the appellants’ machine and that of the respondents were placed side by side upon
the ground without any indication of the direction of the traction, then those of the
wheels to be displaced and remounted would be in both cases the same three. So in
each case would the transition from side raking to swath turning be identically
achieved. The result in each case would be that the six wheels would become
disposed in the required position, ‘adjacent and parallel’. For my own part I would
therefore hold that the appellants’ claimed device had in substance been infringed.
Regarding the machines as pieces of mechanism the same three wheels of each are to
be displaced and remounted; but because the directions in use are reversed, the three
wheels are called hindmost in the one and foremost in the other.”**

[19] Lord Evershed MR also referred to James LJ’s well-known statement in the same

court many years before where James LJ said in part:

1° At 318 line 50 to 319 line 10.

7 Lord Evershed at 319 lines 21-22.

18 At 319 lines 21-30.

1% | ord Evershed MR at 319 lines 33-44.
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[20]

3.5

[21]

“The patent is for the entire combination but there is or may be an essence or
substance of the invention underlying the mere accident of form; and that invention,
like every other invention, may be pirated by a theft in a disguised or mutilated form
and it will be in every case a question of fact whether the alleged piracy is the same in
substance and effect or is a substantially new or different combination.”

Lord Evershed MR endorsed Lord Cairns LC’s judgment in Adie v Clark in the House
of Lords to the effect that the question would be “whether that which was done by the
alleged infringer amounted to a colourable departure from the instrument patented and
whether in what he had done he had not really taken and adopted the substance of the

instrument patented” %
Lord Evershed MR then said:

“l add one citation from the speech of Lord Duredin in the case of BTH v
Metropolitan Vickers Electrical Co (1928) 45 RPC 1 at 25: ‘The question for the
court is not that of detecting absolute similarity but is that of seeing whether the pith
and marrow of the combination, to use Lord Cairns phrase, has been taken and if that
has been done, there is an infringement in spite of any combination.”?

He also said that the question was a question of fact.?® Lord Evershed MR’s judgment
was an affirmation of the correct approach to the determination of non-textual
infringement and the doctrine of pith and marrow, ie, the Lord Reid approach. Lord
Evershed MR’s judgment became the first judgment in the Court of Appeal not to
follow the Upjohn LJ approach. Lord Reid was to later build upon this judgment in
his dissent in Van der Lely in the House of Lords. There was an appeal from the

decision of the Court of Appeal to the House of Lords.
Van der Lely v Bamfords in the House of Lords®*
The panel of Judges who heard the appeal in the House of Lords comprised Lord

Reid, Viscount Radcliffe, Lord Jenkins, Lord Hodson and Lord Devlin. On the issue

of whether the relevant claim, namely, claim 11, had been infringed, there had been a

| ord Evershed at 319 quoting James LJ in Clark v Adie (1875) LR 10 (Ch) App 667 at 675.
21 |_ord Evershed MR at 320 quoting from James LJ at 675.

22 |ord Evershed MR at 320 line 4.

3 At 320 line 17.

% C Van der Lely NV v Bamford Ld (1963) RPC 61 (HL).

48

www.manaraa.com



difference of judicial opinion in the Court of Appeal. There occurred a difference of
judicial opinion in the House of Lords as well. In the House of Lords, Lord Reid
found that there was infringement whereas the rest of the members of the panel found
that there was no infringement. In deciding the issue of infringement in this case the
majority was rigid and seemed to think that they were required to hold the patentee
strictly to the terms of his claims irrespective of the results thereof whereas the

minority was prepared to invoke the doctrine of pith and marrow to decide the matter.

[22] Lord Reid thought that the doctrine of pith and marrow was applicable and could be
invoked in this case whereas the majority thought that this was not a case where that
doctrine was applicable. In fact Viscount Radcliffe pointed out that a patentee had a
basic duty to state clearly what his invention was for which he sought protection.?® He
also pointed out that “one must be very careful when one speaks of theft or piracy of
another’s invention or when the principle of pith and marrow is invoked to support
such accusation to see that the inventor has not by the actual form of his claim left
open to the world the appropriation of just that property that he says has been filched
from him by piracy or theft”.®

[23] None of the Judges who found that there was no infringement inquired into whether
or not the variant in the Van der Lely case added any practical value to the functioning
of the invention. Viscount Radcliffe actually refrained from inquiring into the
question whether or not the dismountability of the hindmost wheels was an
essential.?” This was because he took the view that the patentee had himself “told us
by the way that he has drawn up claim 11 that this dismountability of the hindmost
wheels is the very element of his idea that makes it an invention”.?® None of the
Judges who found that there was no infringement ever considered what the
interpretation was that a person skilled in the art would have attached to claim 11.
Nor, indeed, did they ask the question whether it would have been obvious to a person
skilled in the art that dismounting the foremost wheels would have made any material
difference. The majority gave their own interpretation to claim 11 and concluded that

the patentee had effectively said in the claim that the dismountability of the hindmost

% Viscount Radcliffe at 78.

26 \/iscount Radcliffe at 78 lines 23-28.
21 VViscount Radcliffe at 78 lines 23-28.
%8 v/jscount Radcliffe at 78 lines 25-28.
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wheels was the very element of his invention. The majority, therefore, held that there
was no infringement of the patent and upheld Upjohn LJ’s judgment in the Court of
Appeal.

[24] One of the observations that can be made about the judgments of the judges who
found no infringement is that those Judges all failed to deal with the reasons upon
which Lord Reid relied to find that there was infringement. It is suggested that they
were obliged to have considered Lord Reid’s reasons for his dissent and to have dealt
with them and, if they did not find them persuasive, to have given reasons why they
found those reasons unpersuasive. It is now necessary to deal with the minority

judgment of Lord Reid who found that there was infringement.

3.6  Lord Reid’s Dissent in VVan der Lely in the House of Lords

[25] One of the appellants’ complaints was that the respondents had infringed claim 15.
Claim 15 was in the following terms:

“A device as claimed in any one of the preceding claims wherein the rear ground

wheel of the vehicular frame is adjustable in a horizontal direction and can be fixed
95 29

in any desired position with respect to the longitudinal axis of the device”.
The respondents’ defence to the claim of infringement of claim 15 was that “any
desired position in claim 15 meant any position which may be desired by the farmer
when he came to use the machine”. Lord Reid then said: “They had incorporated the
device in a way that there were only four positions in which rear wheels can be fixed
and they say that this is not within the claim because the farmer cannot put the wheel in
some other position if he desired to do so. To my mind there is no substance in this
point. The specification is addressed to the man who is making the machine and it says
to him: you may arrange to fix the wheel in any positions you may desire and the
machine will work in all of them. No doubt the manufacturer is concerned to choose

positions which are likely to suit the needs of his customers, but that is not the concern

% At 302 in Van der Lely in Upjohn LJ’s judgment.
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of the patentee. He is giving directions to the manufacturer. I am therefore of the

opinion that this claim has been infringed, and that the cross-appeal fails.”*

[26]  Another important question for decision in the Van der Lely matter was whether the
respondent had infringed claim 11. Lord Reid regarded this issue as the most difficult

in the case.>! He described the scenario with regard to claim 11 thus:

“On that question there was a difference of opinion in the Court of Appeal, Lord
Evershed holding that there had been infringement. The respondents have copied the
appellants’ method of conversion of the machine to a swath turner with one
difference. The appellants dismount the three hindmost wheels of the row of six and
remount them separately in accordance with claim 11. The respondents do exactly the
same except that they dismount and remount the three foremost wheels. They cannot
point to any mechanical reason for doing this or to any advantage resulting from it. It
is simply done to try to evade the claim, and the respondents’ method is the exact
mechanical equivalent of the appellants’ method. But they do avoid textual
infringement of claim 11 because claim 11 refers to dismounting ‘rake wheels
situated hindmost in the direction of motion.”*

It is important to point out that in this passage Lord Reid, inter alia, directed his
attention to why the respondents had decided to dismount the foremost wheels and
not the hindmost wheels as well as whether introducing such difference to the
invention affected in anyway the functioning of the apparatus. These were important
issues to consider in seeking to determine liability for non-textual infringement of a

patent.

[27] Lord Reid dealt® with the question whether the respondents had infringed claim 11 of
the appellants’ patent by dismounting the three foremost wheels whereas claim 11

referred to the dismounting of the three hindmost wheels. Lord Reid said:

“Copying an invention by taking its ‘pith and marrow’ without textual infringement
of the patent is an old and familiar abuse which the law has never been powerless to
prevent. It may be that in doing so there is some illogicality, but our law has always
preferred good sense to strict logic. The illogicality arises in this way. On the one
hand the patentee is tied strictly to the invention which he claims and the mode of

30| ord Reid at 75 lines 14-23.
%1 Lord Reid at 75 line 24.

%2 Lord Reid at 74 lines 25-36.
* | ord Reid at 75 lines 25-36.
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effecting an improvement which he says is his invention. Logically it would seem to
follow that if another person is ingenious enough to effect that improvement by a
slightly different method he will not infringe. But it has long been recognised that
there ‘may be an essence or substance of the invention underlying the mere accident
of form; and that invention, like every other invention, may be pirated by a theft in a
disguised or mutilated form, and it will be in every case a question of fact whether the
alleged piracy is the same in substance and effect, or is a substantially new or
different combination’ (Per James LJ, in Clark v Adie (1873) LR 10 Ch 667). It was
in Clark v Adie that Lord Cairns used the expression ‘pith and marrow’ of the
invention: (1877) 2 App Case 315 at 320.”%

Leger, after quoting this passage from Lord Reid’s judgment in Van der Lely, says®
Lord Reid’s comments in that judgment have been applied to the evolution of the law
of infringement in substance in Canada. This is interesting to note because Lord
Reid’s judgment was a minority judgment and dissent and not that of the majority.
The approach adopted by Lord Reid in Van der Lely on patent copycats and patent
pirates seems to have subsequently been echoed by Mr Justice Binnie of the Supreme

Court of Canada in the Free World case where he said:

“It would be unfair to allow a patent monopoly to be breached with impunity by a
copycat device that simply switched bells and whistles, to escape the literal claims of
the patent”.®

[28] A reading of the specification in general and claim 11 in particular in the Van der Lely
case would reveal that there was no mention that the foremost wheels could not be
dismounted in order to achieve the same result. That alone should not necessarily
mean that a person who then produced the same apparatus or device but substituted
the dismounting of the foremost wheels for the dismounting of the hindmost wheels
necessarily did not infringe. It is suggested that the inquiry should not be such a
shallow one. One further issue that should have been considered was whether or not
there was a special reason underpinning the choice of dismounting the foremost
wheels. Put differently, the further question should have been asked whether
dismounting the foremost wheels instead of the hindmost wheels as was envisaged in
the claim of the patented invention added any value to the invention or its functioning.
If it did, that would have been a basis to conclude that the accused apparatus or device

did not constitute an infringement. If, however, the answer was that the dismounting

% Leger at 230.
% Binnie J at par 55 in Free World.
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of the foremost wheels was not based on any particular reason or did not really add
any value to the apparatus or device, it is suggested that that should have led to the
conclusion that an infringement of the patented invention had been established
because it would constitute an immaterial variation. In this regard the rule on
immaterial variations would have come into operation. The majority in both the Court
of Appeal and the House of Lords in the Van der Lely case completely overlooked this

principle.

[29] One reason why the passage appearing at 75 lines 38 to 52 of Lord Reid’s speech in
Van der Lely is significant is the statement he quoted from the judgment of James LJ,
in Adie. That is the statement that “... invention, like every other invention, may be
pirated by a theft in a disguised or mutilated form, and it will be in every case a
question of fact whether the alleged piracy is the same in substance and effect, or is a
substantially new or different combination”.*® Lord Reid went on to say: “I cannot
imagine any more obvious equivalent than substituting the foremost for the hindmost
wheels in this machine. So the question is whether selecting the hindmost wheels in
claim 11 makes them an essential or an unessential integer.”*’ Lord Reid pointed out
that he would agree that, if there were only one novel integer in a particular claim, the
patentee could not be heard to say that it was unessential.*® He continued and said
that, “(if) the specification of the hindmost wheels were the important part of claim 11
or the only novel feature in it | cannot imagine how it could be held that claim 11 was
valid or involved in any inventive step”.*® He then pointed out in the next sentence
that “(n)othing could be less inventive than selecting the hindmost as against the
foremost wheels when the selection makes no practical difference as regards

efficiency”.*

[30] It is clear from Lord Reid’s speech that he sought to establish why the defendant had
decided upon the variant. Lord Reid asked whether there was any mechanical reason
for the variant or any advantage resulting from the variant.** Lord Reid also stated

that “nothing could be less inventive than selecting the hindmost as against the

% | ord Reid at 76 lines 10-13 (author’s emphasis).
%" Lord Reid at 76 line 14.

% Lord Reid at 76 lines 13-22.

% Lord Reid in Van der Lely at 76 lines 18-21.

“® Lord Reid in Van der Lely at 76 lines 21-23.

“! | ord Reid in Van der Lely at 75 lines 31-33.
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foremost wheels when the selection makes no practical difference as regards

efficiency”.*?

[31] It is convenient to pause here and make some important point that should be made
now rather than later. A few paragraphs earlier there is a statement within a passage
quoted from Lord Reid’s speech to the effect that the respondents had copied the
appellants’ apparatus in every respect except that the wheels that were dismounted in
the apparatus were the three foremost wheels instead of the three hindmost wheels in
the case of the apparatus of the appellants and in accordance with the terms of claim
11. Lord Reid also made the point — and the point was common cause — that the
respondents could not point to any mechanical reason for dismounting the three
foremost wheels instead of the three hindmost ones nor could they advance any

advantage resulting from it.

[32] It is suggested that Lord Reid could well have stopped the inquiry at that stage. It is
suggested that the rule should be that, where the only difference between the
patentee’s invention and the alleged infringer’s apparatus is one for which the alleged
infringer can advance no mechanical reason nor advantage, that should be the end of
the inquiry where the two devices or processes are otherwise the same. It is difficult to
understand how the other Judges reached a different conclusion in a case where the
respondents could not justify the only difference they had made to the invention. It
ought to have been crystal clear to all concerned that the sole reason for the
respondents’ decision to dismount the foremost wheels in their apparatus instead of
the hindmost wheels as specified in the patentee’s claim was to disguise their “theft”

of the appellant’s invention.

[33] In the Court of Appeal Lord Evershed MR dealt specifically in his dissent with how
the respondents had sought to avoid infringement of the appellants’ claim. He wrote
that so far as relevant to the claim then under consideration, the respondents had done
no more than reverse the direction of the machine. He said that, if the appellants’
machine and that of the respondents were placed side by side upon the ground without
any indication of traction, then those of the wheels to be displaced and remounted

“2 | ord Reid in Van der Lely at 76 lines 21-24.
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would be in both cases the same three. So, said Lord Evershed MR, in each case
would the transition from side raking to swath turning be identically achieved. He said
that the result in each case would be that the six wheels would become disposed in the

required position, adjacent and parallel.** A line or two later Lord Evershed said:

“Regarding the machines as pieces of mechanism the same three of the wheels of

each are to be displaced and remounted but, because the directions are reversed, the
55 44

three wheels are called hindmost in the one and foremost in the other”.
[34] Lord Reid discussed how the Court determined what is and what is not an essential
integer. He said that the authorities revealed a difference of opinion. He stated that
sometimes it was said that it was a question of construction of the specification and
sometimes it was said that you must have regard to all the facts.*> The impression that
the two approaches created was that it was the Court that determined what was and
what was not an essential integer. This is highlighted herein in contrast to an approach

that is based on the intention of the patentee as is the case with the Catnic test.

[35] Fox says® that the question whether a particular feature for which a mechanical
equivalent has been substituted is essential to the invention is one of fact and the
answer to the question whether a particular feature is essential must depend on the
facts of each case and by considering the magnitude and value of the things taken and
of those left or varied. In support of this last part of the statement, Fox relies on Van
der Lely NV v Bamfords Ltd (1963) RPC 61 at 76 and Rodi and Wienenberg AG v
Henry Showell Ltd (1966) RPC 441 at 467. Fox’s reliance on both the Van der Lely
and Rodi cases for support for the last part of his statement is, with respect, not
supported by what was said in the pages of the judgments which he has cited in
respect of both cases. In fact support for the last part of his statement is to be found
not in Van der Lely or Rodi but in Wills J’s judgment in The Incandescent Gas Light
case.*’ Talking about making a comparison of the alleged infringement to the
specification to see if the alleged infringement constitutes substantially the

appropriation of the thing claimed, Wills J, inter alia, said:

* At 319.

“ At 319.

** Lord Reid in Van der Lely at 76 lines 27-28.

“® Fox at 579.

*7 See (1896) 13 RPC 301(QBD) at 330 lines 30-37.
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“When however, you come to make that comparison, how can you escape from that
considering the relative magnitude and value of the things taken and those left or
varied?”*®

[36] Soon after stating the two approaches relating to how to determine what is and what is
not an essential integer, Lord Reid stated that he doubted whether there was much

difference between the two approaches. He continued:

“If the specification makes it clear that the patentee regards a particular integer as
essential, then it must be treated as essential, but otherwise even if the question is one
of construction of the specification | cannot see why one should shut one’s eyes to

facts of which the patentee must have been aware when framing the specification”.*

[37] The first part of the passage just quoted from Lord Reid’s speech suggests that, as
long as the specification makes it clear that the patentee intended a particular integer
to be essential, then it is essential. However, the second part of the same passage
seems to qualify that and seems to suggest that the Court may hold an integer to be
essential even if there is nothing in the specification to suggest that the patentee had
intended it to be treated as an essential integer. That is why Lord Reid said that he
could not see why the Court would have to shut its eyes to facts of which the patentee
must have been aware at the time of framing his specification. In the next paragraph
of his speech Lord Reid seemed to make this clear. He had this to say:

“I think that Lloyd-Jacob J and Upjohn LJ, delivering the judgment of himself and Pearson
LJ, have taken too narrow a view of this matter. It must be true, as Lloyd-Jacob J, says, that in
framing their specification the appel